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IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF TEXAS 
DALLAS DIVISION 



Shalong Maa, Ph.D. 

P.O. Box 1 17015, Carrollton, TX 7501 1 (1 100 Cadiz St., Dallas, TX 
75221) (PLAINTIFF) 

V. 

(i) USPTO Technology Centers 3700 / Patent Examination 
Groups 3710-3720; (ii) Ethel Rollins-Cross (Group 
Director); (iii) Harrison, Jessica (Pat. Examiner); (iv) Wallace, 
Valencia Martin (Pat. Examiner); (v) Vo, Peter Dung (Pat. 
Examiner); (vi) Paradiso, John Roger (Pat. Examiner); 

Technology Center 3700 / Exam. Groups 3710-3720, U.S. Patent and 
Trademark Office, P.O. Box 1450, Alexandra, VA 22313-1.450 

(DEFENDANTS 1-6) 

And 

(vii) USPTO Office of Document Services / Public Record 

(viii) Row, Patrick (Director); (ix) Fenwick, Robert 
(Supervisor); (x) Gray, Fontella A.; (xi) Murray, Gloria A.; 
(xii) Farmer, Niomi P. 

Office of Document Services / Public Record, U.S. Patent and 
Trademark Office, P.O. Box 1450, Alexandra, VA 223 1 3-1450 

(DEFENDANTS 7-12) 

COMPLAINT 

Plaintiff alleges: 

' I. JURISDICTION AND VENUE 

1 . This is an action brought by Plaintiff for declaratory judgment, treble damages, and injunction 
relief, to redress the past deprivation, and to prevent future deprivation, by the defendants acting 
under the color of law, statute, ordinance, regulation, custom or usage, of, and to vindicate and 
safeguard rights and privileges secured to Plaintiff by the United States Constitution and Statutes 
providing for equal rights of citizens or all persons within the jurisdiction of the United States. 

2. The claims asserted in this action arise under: (i) The Fourteenth Amendment to the UNITED 
STATES CONSTITUTION, (ii) Title 42 U.S.C. § 1981, § 1983, (iii) Title 42 U.S.C. § 1985, (iv) 
Freedom of Information Act (FOIA), Title 5 U.S.C. § 552, and (v) Title 35 U.S.C. § 102, § 103. 
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3. Subject matter jurisdiction of the claims asserted in this action is conferred on the district 
court pursuant to Title 28 U.S.C. § 1343 and Title 28 U.S.C. § 1331. 

4. Jurisdiction of this court is also invoked pursuant to FOIA, Title 5 U.S.C. § 552(a) and Title 
28 U.S.C. §1361. 

5. Venue properly lies in this district and division pursuant to 28 U.S.C. § 1391(e)(3) and Title 5 
U.S.C. § 552(a)(4)(B). 

II. STATEMENTS OF FACTS 

6. Plaintiff Shalong Maa 5 Ph.D. is an inventor and has filed several U.S. patent applications with 
the United States Patent and Trademark Office (hereinafter the "USPTO") as pro se Applicant, 
including the U.S. Patent application No. 08/833,342 filed on 04/04/1997 (hereinafter the "342 
Application"), on which a patent has been issued as U.S. Patent No. 6,572,431 on 06/03/2003 
(hereinafter the "431 Patent"), more than six years after the application date. The subject matter of 
the present Action pertains to prosecution of the 342 Application while the application was pending 
before the defendant Examination Group (Technology Center) 3700 of the USPTO, and to Plaintiffs 
requests for certified copies of selected paper in the application file of the 342 Application from the 
defendant Office of Document Services (Public Record) of the USPTO. The application proceedings 
of the 342 Application were prosecuted by Plaintiff pro se during all times material to this action. 



III. PARTIES DEFENDANT 

7. The defendant Examination Group (Technology Center) 3700 (hereinafter the "defendant 
Exam Groups") is a subdivision of the USPTO, and is responsible for examination of patent 
applications relating to such general technical fields as Mechanical Engineering, Manufacturing, and 
Products and Designs. The USPTO is a governmental body duly constituted pursuant to Title 35 
U.S.C. §1. 

8. The defendant Ethel Rollins-Cross is and has been, or was at all material times a duly 
appointed Group Director of the defendant Exam Groups, and is sued in her official capacity. 

9. The defendants Jessica Harrison, Valencia Martin Wallace, Peter Dung Vo, and John Roger 
Paradiso (hereinafter the "defendant Examiners") are and have been, or were at all material times 
patent examiners of the defendant Exam Groups, and were directly involved in the examination / 
prosecution proceeding of Plaintiff s 342 Application, and are sued in their respective official 
capacities. 
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10. The defendant Office of Document Services / Public Record (hereinafter the "defendant Doc 
Service Office") is a subdivision of the USPTO, and is responsible for providing document services 
to the customers of the USPTO. 

1 1 . The defendants Patrick Row and Robert Fenwick are and have been, or were at all material 
times duly appointed Director and Supervisor, respectively, of the defendant Doc Service Office, and 
are sued in their respective official capacities because of their involvement in denying Plaintiffs 
requests for certified copies of selected papers in the application file of Plaintiff s 342 Application. 

12. The defendants Fontella A. Gray, Gloria A. Murray, and Niomi P. Farmer are and have been 
or were at all material times employees of the defendant Doc Service Office, and are sued in their 
respective official capacities because of their involvement in denying Plaintiffs requests for certified 
copies of selected papers in the application file of Plaintiff s 342 Application. 



13. From the aforementioned application date to December 2000, the 342 Application was 
pending before the defendant Exam Groups. Thereafter, the jurisdiction over the application passed to 
the Board of Patent Appeals and Interferences (or "BPAI") of the USPTO during the course of an 
appeal proceedings initiated by Plaintiff, pursuant to 37 C.F.R. § 1.191-1.192, after all Plaintiffs 



in its decision, reversed all of the defendant Exam Groups' decisions of rejecting Plaintiffs patent 
claims in the 342 Application, which resulted in the issuance of the 431 Patent on the application. 

14. With respect to the aforementioned appeal proceeding under 37 C.F.R. § 1.191-1.192, 
Plaintiffs "Notice of Appeal" and "Appeal Brief (EXHIBIT-I) were filed on 06/06/2000, in 
response to the "Office Action" (EXHIBIT-II) dated 05/15/2000 by the defendant Exam Groups in 
which all Plaintiffs patent claims in the 342 Application were finally rejected. Thereafter, Plaintiff 
filed a second "Appeal Brief on 08/29/2000 in response to the defendant Exam Groups' Notification 
of Non-Compliance stating that Plaintiffs 06/06/2000 "Appeal Brief does not comply with the 
requirements set forth in 37 C.F.R. § 1.192, on which Plaintiff disagrees. The "Examiner's Answer" 
(EXHIBIT-III) was filed on 12/28/2000 in response to Plaintiffs 08/29/2000 Appeal Brief. [Note that: 
(a) Plaintiff was not able to obtain a certified copy of the Appeal Brief filed 08/29/2000, which is why only the 
certified copy of the Appeal Brief filed 06/06/2000 is attached hereto as "EXHIBIT-I"; (b) The Appeal Brief 
filed on 08/29/2000 is essentially the same as the Appeal Brief filed on 06/06/2000 except, (i) the top three 
lines on Page 2 therein relating to the statement of "status of amendments", and (ii) the Appendix portion, 
which is not included in the EXHIBIT-I; All other portions of the two versions of said Appeal Brief, including 
paragraph and page numbers, are the same.] 



IV. FIRST CLAIM FOR RELIEF 



patent claims in the 342 Application were finally rejected by the defendant Exam Groups. The BPAI, 



15. Plaintiff alleges that the defendant Exam Groups' acts, conducts, and practices in examination 
of Plaintiff s 342 Application and in their decisions of rejecting the patent claims therein are 
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arbitrary, capricious, an abuse of discretion, and in bad faith without observance of procedures 
required by law, which are explicitly shown and displayed in (but not limited to) the aforementioned 
official "Examiner's Answer" dated 12/28/2000 and the official "Office Action" dated 05/15/2000 
from the defendant Exam Groups, as are exemplified in details in the ensuing paragraphs. 

16. As it is well known in the field, the two standards commonly applied in accordance with legal 
precedent in anticipation rejection of patent claim under 35 U.S.C.§ 102(e) are: (i) "A claim is 
anticipated only if each and every element as set forth in the claim is found, either expressly or inherently 
described, in a single prior art reference", and (ii) "The identical invention must be shown in as complete 
detail as is contained in the ... claim", as so points out several times in Plaintiffs' written 
communications. In response thereto, the defendant Exam Groups simply play language games in the 
"Examiner's Answer" dated 12/28/2000 by displaying a two-column table (see EXHIBIT-HI, page 
9), which is a clear showing of the defendant Exam Groups' bad faith in rejecting the claims in the 
342 Application. As it is well known, whether "each and every element as set forth in the claim" can 
be found in a single prior art reference is a matter of fact , while the aforementioned table in the 
"Examiner's Answer" simple compares several claim languages in the 342 Application with some 
elements found in a prior art reference that are clearly different from the respective claim elements in 
the 342 Application. The defendant Exam Groups' acts of playing such type of language and wording 
game are also shown in other part of the "Examiner's Answer" dated 12/28/2000 and in the "Office 
Action" dated 05/15/2000. 

1 7. With respect to the defendant Exam Groups' rejection of claims in the 342 Application, 
Plaintiffs (see EXHIBIT-I, page 5) (i) had repeatedly and vehemently requested that the defendant 
Examiners apply authorities such as prior case law or legal precedent in allowing and rejecting 
claims, (ii) had repeatedly requested that the defendant Exam Groups provide discussion as to why 
Plaintiffs citations of or reference to legal authorities, such as legal precedent or prior case law and 
rationale used by the court, do not provide sufficient support to Plaintiffs traverse of the examiner's 
rejection of claim, and (iii) has pointed out in the aforementioned Appeal Brief that the only two 
court decisions referred to in any of the defendant Examiners' Actions are not in support of the 
defendant Examiners' rejection of claims, i.e., the defendant Examiners either cited two wrong court 
decisions in trying to support their decisions, or they simply cited the court decisions in bad faith. In 
response to these three arguments by Plaintiff, the defendant Exam Groups state in the official 
"Examiner's Answer" filed 12/28/2000 (see EXHIBIT-III, page 8) that "Appellant is apparently 
requesting a discussion of the legal precedents regarding the case. However, the Examiner has made the 
rejections based on the claims and the prior art, relying on the claimed structure and function of the invention, 
not on legal arguments, ..." The defendant Exam Groups' such an action is a showing of their 
arrogance before the law in indicating that they are above the law, and is clearly unlawful. 
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1 8. Plaintiff also alleges that the defendant Exam Groups had intentionally delayed the 
prosecution proceeding of the 342 Application. 

19. The defendant Examiners' acts and conducts set out hereinabove were done with the 
knowledge, permission, consent, or participation of the defendant Group Director Ethel Rollins- 
Cross, since before the commencement of the aforementioned appeal proceeding, Plaintiff had filed 
several petitions to the Group Director in regarding the irregularities of the defendant Examiners' 
actions. Plaintiffs petitions were all denied or dismissed by the defendant Group Director. 

20. The defendant Exam Group's acts and conducts complained of in this Complaint were 
performed willfully, unlawfully, maliciously, and in wanton disregard of Plaintiff s rights. The .. 
defendant Exam Groups' such acts , and conducts constitute discrimination against Plaintiff on the 
basis of the fact that Plaintiff is an independent and minority inventor and. a pro se applicant. Plaintiff 
believes that he can marshal overwhelming documentary evidence that the defendant Exam Groups 
do not apply the same standard in allowing / rejecting patent claims in patent applications filed by 
large business entities or law firms. Thus the defendant Exam Groups' such acts and practices are 
abuse of discretion, not in conformance with 42 U.S.C. § 1981 and § 1983, and are unconstitutional. 

21 . The defendant Exam Groups' acts and conducts complained of in this Complaint caused the 
342 Application being pending before the USPTO three more years than necessary, which has 
adversely affected Plaintiffs efforts in seeking venture capital investment to establish business 
ventures relating to the inventions disclosed in the 342 Application, and to timely compete with 
established business corporations in the field. 

V. SECOND CLAIM FOR RELIEF 

22. Plaintiff repeats, re-alleges, and incorporates each and every allegation and averment set forth 
Paragraphs 1 through 21 of this Complaint. 

23. Because of the defendant Exam Groups' acts and conducts described above, Plaintiff 
determined that it was necessary to obtain certified copies of some file-wrapper records of the 342 
Application. The USPTO' s legal obligation to provide such files and records to the applicant of a 
patent application is set out in 37 C.F.R. and in the FOIA, title 5 U.S.C. § 552(a)(3). 

24. From December 2000 to July 2003, Plaintiff had submitted written communication more than 
six (6) times to, and had attempted many more telephone contacts with the USPTO and the defendant 
Doc Service Office in attempting to obtain certified copies of selected papers in the application file of 
the 342 Application. Plaintiff had also submitted payment therefore four (4) times (the payment were 
eventually accepted by the Office). However, Plaintiff was not able to obtain most of the certified 
copies so requested (except the certified copies of the originally filed provisional and regulation 



Civil Action Complaint 



-6- 



patent applications) for a period of more than three (3) years as a result of the defendant Doc Service 
Office's bad faith in responding to Plaintiffs requests for certified copies. 

25. In July 2003, Plaintiff finally received most but still not all of the requested certified copies 
from the defendant Doc Service Office as a result of Plaintiff s repeated submission of written 
inquires to the Director of the defendant Doc Service Office. Plaintiff still has not yet received the 
certified copy of the "Appeal Brief filed 08/29/2000 requested. 

26. The defendant Doc Service Office's acts and conducts described above were not in 
conformance with FOIA, Title 5 U.S.C.§ 552(a)(3). 

VI. THIRD CLAIM FOR RELIEF 

27. Plaintiff repeats, re-alleges, and incorporates each and every allegation and averment set forth 
Paragraphs 1 through 26 of this Complaint. 

28. Plaintiff believes and on belief alleges that, (i) the acts and conducts of the defendant Doc 
Service Office were in collusion and in concert with the defendant Exam Groups, so as to prevent 
Plaintiffs any legal action against the defendant Exam Groups, and (ii) These defendants conspired 
among themselves and with each other to deprive and withhold from Plaintiff rights secured by 42 
U.S.C. § 1981, § 1983 and the equal protection clause of the Fourteenth Amendment to the UNITED 
STATES CONSTITUTION. 

VII. JURY DEMAND 

29. Plaintiff demands a trial by jury on any and all issues triable by jury. 

VIII. NEED FOR EQUITABLE RELIEF 

30. Plaintiff has no adequate remedy at law. 

3 1 . No prior application for injunctive relief has been made to other court in connection with this 
action. 

IX. PRAYER 

Plaintiff requests that: 

1 . The court assume jurisdiction over this action; 

2. The court adjudges, declares, and decrees that, (a) The discriminatory acts and practices of the 
defendant Exam Groups complained of in this Complaint are unlawful and unconstitutional; 
(b) The acts and conducts of the defendant Doc Service Office complained of herein are in 
violation of the FOIA, title 5 U.S.C. § 552(a)(3); and (c) The defendant Exam Groups and the 
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4. 



5. 



defendant Doc Service Office have combined and conspired to deprive Plaintiffs 
constitutional rights; 

The court grants a preliminary and permanent injunction, enjoining the defendant Exam 
Groups and all subordinates agency officers, agents, employees, servants, confederates, and 
successors and all persons in active concert or participation with them or with any of them, (a) 
from failing or refusing to apply legal precedent, or applying incorrect case law, or applying 
legal authorities in bad faith in examination of Plaintiff s and other independent inventors' 
patent application in the future, and (b) from failing or refusing to provide suitable response to 
Plaintiffs citation of legal precedent in rejecting claims in examination of Plaintiff s patent 
applications in the future; 

The court grants a preliminary and permanent injunction, enjoining the defendant Doc Service 
Office and all subordinates agency officers, agents, employees, servants, confederates, and 
successors and all persons in active concert or participation with them or with any of them, (a) 
from failing or refusing to comply with the title 5 U.S.C. § 552(a)(3) and the procedures set 
forth in 37 C.F.R. in providing document services to Plaintiff and other independent or 
minority inventors in the future; 

The court enter judgment in favor of Plaintiff and against the defendants: 

(a) For compensatory damages in the sum of $500,000,000 (or $500 Millions), or to be 
determined by the trier of fact; and 

(b) For exemplary and punitive damages in the sum of $1,000,000,000 (or $ Billions), or 
to be determined by the trier of fact and as sufficient to deter similar conducts in the 
future by these defendants; and 

(c) For all costs of this action; 

The court grant Plaintiff all other relief that may be just and equitable, or to which Plaintiff 
may be entitled. 




BY: Shalong Maa, Ph.D. 




Pro Se Plaintiff 
P.O. Box 117015 
Carrollton, TX 75011 
Facsimile: (214) 426-5114 



EXHIBIT - 1 



/ 




TO) ALli TQjWIO>>lfT HESi:: B RKS EMBSj SBLUlb. C QME; :; 
UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

July 10, 2003 

THIS IS TO CERTIFY THAT ANNEXED IS A TRUE COPY FROM THE 
RECORDS OF THIS OFFICE OF: 

NOTICE OF APPEAL BRIEF DATED JUNE 6, 2000, 
SERIAL NUMBER: 08/833,342 
FILING DATE: April 04, 1997 




By Authority of the 

COMMISSIONER OF PATENTS AND TRADEMARKS 



C. HIGHTOVVER 
Certifying Officer 






PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



n re Application of : 



Maa, Shalong 



Application No.: 



08/833,342 



Art Unit: 



3713 



Filing Date: 



April 4, 1997 



For: 



Computer-Controlled Talking Figure Toy with Animated Features 



Assistant Commissioner for Patents 
(Box - Patent Appeal) 
Washington, D.C. 20231 



The following items are enclosed m this communication: - o -js* 

c ^ ^ \ ^ 

1. Notice of Appeal o ' ^ O 

2. BRIEF in Support of Appeal Under 37 C.F.R.§ 1.191, 1.192 ^ 
(in triplicate, 3x33 pages) 5^ ^ 

3. Copies of Previously Filed Evidence - DECLARATION Under 37 C.F.R.§ 1.132 ' C, % & 
(in triplicate -3x5 pages) ^ o 

4. Copies ofPreviously Filed Amendment Under 37 C.F.R.§ 1.116 
(in triplicate -3x5 pages) 

5. Fee for Notice of Appeal - $ 1 50. 

6. Fee for Appeal BRIEF - $150. 

7. A Self-addressed Postcard including above Information. 



Certificate of Mailing / Transmission Under 37 C -F.R. § 1.8(a), 1.10 



I hereby certify that, on the day shown below, this correspondence is being: 




Deposited with the United State Postal Service in an envelope addressed to: Assistant Commissioner 
for Patents, Washington, D.C. 20231 , 

as "Express Mail Post Office to Addressee" Mailing No. EK434092510US . 






PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: Maa,Shalong 

Application No.: 08/833,342 

"£\ Art Unit: 3713 

Filing Date: April 4, 1 997 

For: Computer-Controlled Talking Figure Toy with Animated Features 

Assistant Commissioner for Patents 
(Box - Patent Appeal) 
Washington, D.C. 20231 




The following items are enclosed in this communication: 

1. Notice of Appeal 

2. BRIEF in Support of Appeal Under 37 C.F.R.§ 1.191, 1.192 
(in triplicate, 3 x 33 pages) 

3. Copies of Previously Filed Evidence - DECLARATION Under 37 C.F.R.§ 1 . 1 32 
(in triplicate -3x5 pages) 

4. Copies of Previously Filed Amendment Under 37 C.FJR.§ 1.116 
(in triplicate -3x5 pages) 

5. Fee for Notice of Appeal - $ 1 50. 

6. Fee for Appeal BRIEF - $ 1 50. 

7. A Self-addressed Postcard including above Information. 



Certificate of Mailing / Transmission Under 37 C.F.R. § 1.8(a), 1.10 

hereby certify that, on the day shown below, this correspondence is being: 

# Deposited with the United State Postal Service in an envelope addressed to: Assistant Commissioner 
for Patents, Washington, D.C. 20231 , 

09 as "Express Mail Post Office to Addressee" Mailing No. EK434092510US . 



Date! 06 /06/a-0 



Signature 



(Type or print faime of person certifying) 



S.Maa - U.S. Application No. 0*^342 ^ otJT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

'•^"p^N. In re Application of: Maa, Shalong 
°o\ Application No.: 08/833,342 

W Art Unit: 3713 

%&mfs&!r Filing Date: ApriU, 1997 

For: Computer-Controlled Talking Figure Toy with Animated Features 

Assistant Commissioner for Patents 
(Box - Patent Appeal) 
Washington, D.C. 20231 



Dear Sir: 



BRIEF IN SUPPORT OF APPEAL TO BOARD OF PATENT APPEALS AND 
INTERFERENCES (37 C.F.R.§ 1.191,1.192) 

In re ex parte prosecution of the above-identified application, Applicant respectfully appeal from 
the decision of the Examiner to the Board of Patent Appeals and Interference. 



I. REAL PAT? TV TN TNTFPFST 
The pro se Applicant /owner is the real party in interest. 



A. RELATFD A PPT? A T C Axm TNTF1? FFP FNTPFC 
There are no other appeals or interference known to Applicant that will directly affect or be 
directly affected by or have a bearing on the Board's decision in the present appeal. 



HI. STATUS OF CT ATMC ' 

Applicant originally presented Claims 1-34 for consideration. Claims 29-34 were canceled as a 
result of provisional election. After filing the Continued Prosecution Application (CPA), a 
substitute specification, including Claims 35-60 in replacement of the original Claims, were 
submitted on 07/04/99 via facsimile and were entered as Paper No.13 and dated as 07/02/99 
(Office Action dated 08/02/99, see also 2nd paragraph / Page 7 of the Office Action dated 
05/15/00). Claims 1-28 were therefore canceled during the proceeding. Claims 35-60 stand 
rejected. Accordingly, Applicant appeals from rejections of Claims 35-60 to the Board. 



-1- 



S.Maa • U.S. Application No. f^p.342 



IV. STATUS OF AMFNJT>MT?MTg 
Amendments of Claims 37, 40, 42, 44, and 47 for presenting the claims in better form for appeal 
have been submitted before this communication, and have not been acted upon by the Examiner. 



V. SUMMARY OF THE TNVFNTTOM 
The appealed Claims 35-60 define the entire invention of the present application, as depicted in 
details with respect to each independent Claim and those depending therefrom as follows: 

(5. 1) Claims 35, 37 and 44-45 are drawn to an animated talking toy figure (1), having a body portion 
with at least one movable portion, such as its mouth (12), and an audio output device (44) adapted 
to reproduce sound received from a multimedia system such as a multimedia computer (30). The 
actuation of the toy figure's movable body portion is controlled by a separate digital animation- 
control signal sequence received from the computer. As depicted at the preamble of Claim 35, the 
improvement of the invention, as compared with prior art animated talking toys, includes the toy 
figure's actuation means being feasible for digital control. The actuation means includes at least 
one two-phase actuator (40, 38, and/or 42), such as a solenoid (56), for driving the movable 
portion of the toy figure, and an electronic actuation-control means (36, 82) for controlling the 
actuator in response to receiving digital control signals from the computer. Claim 50 provides 
further limitation to Claim 44 by including in the toy figure's body a microphone means(46) for 
converting an external audio sound received by the toy to electrical signals for transmission to the 
computer. Claim 51 is drawn to a combination of the toy figure (1) and the multimedia computer 
(30). Claim 56, 58 and 59 provide further limitations to Claim 51 by including in the combination 
a microphone means (46), an image-displaying means (30c), and an elongated cable (34) 
respectively. (Reference to Specification: 4:17-7:2, i.e., page4 / linel7 to page7 / line2, FIGS. 1-2) 

(5.2) Claims 36, 38-42, 47 and 52 are drawn to the structures and arrangement of the toy figure's two- 
phase actuation mechanism and the embodiment of the toy figure's actuation control, and depend 
from and provide such limitations to Claims 35, 37, 44 and 51 respectively. The toy figure's 
actuation-control means includes a logic switch means (82) for selectively switching electric 
current to the wiring coil (66) of the solenoid actuator (56) according to the digital animation- 
control signals received from the computer (30). Since there is direct correspondence between the 
two phases of the solenoid actuator employed and the "open" / "close" positions of the toy figure's 
movable body part, coupling between the two-phase actuator and the toy figure's movable body 
part does not requires any rotary gearing system. (Reference to Specification: 7:3-10:20, FIGS 3- 
4) 



I 
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(5.3) The claimed invention also provides apparatus and methods of synchronizing the toy figure (l)' s 
J animation with its audio sound. Since the binary codes "1 » and "0" can be directly associated with 

] the two phases of the solenoid actuator and the "open" / "close" positions of the toy figure's 

| movable body part, simple digital animation-control signal sequence can be created according to 

' the Speed of the audi0 sound ' reaction-response time of the actuator, and detailed textual content 

such as arrangement of vowel letters, of the toy figure's audio speech, utilizing the multimedia ' 
| computer (30). This aspect of the invention is defined in general in independent Claims 44 and 5 1 

in Claims 48-49 as further limitations to Claim 44, and in Claims 53 and 54-55 as further 
limitations to Claim 51. (Reference to Specification: 10:21-17:23, FIGS. 5-7). Additionally 
Claims 56-57 provide further limitations to Claim 51 with respect to operation of the sound' 
subsystem (1 16) of the multimedia computer (30) in response to the microphone mean (46) of the 
toy figure (1) receiving external audio sound. (Reference to Specification: 15:14-28) 

(5.4) An important advantage of the present invention, as compared with prior art animated talking toys 
is precise digital control of the toy figure (l)*s each movable body portion according to its audio ' 
sound, including separate control of actuation of the toy figure's two different movable body 
portions, such as movement of its arms being independent of that of its mouth, so as to provide 
realistic animation effects, as so set forth in Claims 43, 46 and 60 as further limitations to Claim 
37, 44 and 51 respectively. (Reference to Specification: 12:9-15, 13:17-14:14, and 18:30-19:1) 



VI. ISSUES 

(6. 1) Applying authorities such as MPEP and prior case law as basis for interpretation of statutes and as 
source of supporting rationale - Errors in Rejections; 

(6.2) Answer all material traversed by Applicant - Errors in Rejections and in rationale in support 
thereof; 

(6.3) Rejections of Claims 35, 37 and 43 under 35 U.S.C.§ 102(b) as being anticipated by TONG 
(Patent Number: 5,636,994, Date of Patent: 06/10/97); 

(6-4) Rejections of Claims 35, 37 and 43 under 35 U.S.C.§ 102(e) as being anticipated by TONG; 
(6-5) Rejections under 35 U.S.C.§ 103(a) of Claims 36 and 38-42 as being unpatentable over TONG, 

and Claims 44-60 as being unpatentable over TONG in view of GASPER ET AL (Patent Number 

5,1 1 1,409, Date of Patent: 05/05/92). 
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moROlJPTNfinFrr atajs 

(7. 1) Claims 35, 37 and 43 are rejected under 35 U.S.C.§102(e) [102(b)] as being anticipated by TONG 
Applicant considers that the three Claims do not stand and fall together and believes that they are 
separately patentable, as supported by the ARGUMENT Section hereinbelow. 

(7.2) Claims 36 and 38-42 are rejected under 35 U.S.C.§103(a) as being unpatentable over TONG 
Applicant considers that Claims 36 and 38-39 stand and fall together, and Claims 40-41 stand and 
fall together, and believes that the three groups of Claims, i.e., (1) Claims 36 and 38-39, (2) 
Claims 40-41, and (3) Claim 42, as amended, are separately patentable, as supported by the 
ARGUMENT Section hereinbelow. 

(7.3) Claims 44-60 are rejected under 35 U.S.C.§ 1 03(a) as being unpatentable over TONG in view of 
GASPER ET AL. Applicant considers that Claims 44-50 stand and fall together, and Claims 51-60 
stand and fall together, and believes that the two groups of Claims, i.e., (1) Claims 44-50 and (2) 
Claims 51-60, as amended, are separately patentable, as supported by the ARGUMENT Section 
hereinbelow. 



Vni. ARGfJMF.NT 

The discussions and requests in first two segments of this section are with regard to general rules 
of practice in prosecution of the application and deficiencies in the previous Office Actions. 
Applicant believes that these requests comply with Office rules, practice, and procedure and 
respectfully requests the Board to consider. Detailed discussions of errors in rejection of each 
Claim are provided thereafter. 



(Vm.n INTERPRETATION OF STATUTES . 

(Errors in Rejgctjoj2s. ) 

OA) Applicant acknowledges that majority of the arguments in the Office Actions dated 08/02/99 and 
05/15/00 in support of the obviousness Rejections therein are mere statement of Examiner's 
personal opinion with respect to obviousness of employing a specific actuation device, i.e., 
solenoid, in the claimed invention, "to one of ordinary skill in the art at the time the invention was 
made", without source of supporting rationale, such as applying prior case law or citation of 
authorities, as basis for interpretation of the statutes applied in the Rejections. The 05/15/00 Office 
Action also fails to provide any discussion of Applicant's citations of authorities. 

OB) In regarding applying authorities such as MPEP and prior case law in interpretation of the statutes 
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(1C) 



and lack thereof in the 08/02/99 Office Action, Applicant's Response of 10/27/99 states on paee 9 
(subsection 14. 1 -2) that "AppHcant has proved Legal Precedent in support [of] the argents here! 
and respectfully request that Examiner do the same should he/she is fbe] opposed to any of said 
arguments." and - 'The value of the exceedingly large body of precedent wherein our predecessor courts 
and th,s court have applied the law of obviousness to particular facts, is that there has been built a wide 
spectrum of dlustranons and accompanying reasoning, that have been melded into a fairly consistent 
apphcataon of law to a great variety of facts.' In re Eli Lilly & Co., 902 F.d. 943, 14 USPQ2d 1741 fFed 
Cir. 1990)" (See also MPEP§ 2144 ) 1 

Apparently, the next Office Action of 05/15/00 fails to respond to these requests. Applicant again 
does not find any suitable citation or discussion of MPEP, legal precedent or other authorities as ' 
basts for interpretation of the statutes applied in the Rejections in response to Applicant's 
argument, and there is no discussion as to why Applicant's citations of authorities do not provide 
sufficient support of Applicant's Traverse, although all Claims have been rejected Section 23 
(page 15-16) of the 05/15/00 Office Action does refer to "/* refine" and «/* re Jones" however 
the court decisions in both two cases are apparently against the obviousness rejections. (See 
subsection 8.5-A4b below and MPEP§ 2143.01) 

(ID) Therefore, Applicant hereby respectfully repeats the request of subsection (1 A) hereinabove that 
in case of any repeat rejection in response to the Appeal, the ensuing Examiner's Answer or 
Action provide suitable citation or discussion of MPEP, legal precedent or other authorities in 
answering Applicant's each point of argument, and include discussion as to why Applicant's 
citation of authorities or reference to prior case law or rationale used by the court do not provide 
suffice* support of Applicant's Traverse. Applicant believes that such a request comply with 
Office rules, practice, and procedure. In re Eli Lilly & Co., 902 F.d. 943, 14 USPQ2d 1741 (Fed 
Cir. 1 990) (See also MPEP§ 2 1 44 ) 



(Vni.2) ANSWFR ATT MATF.R TAT. TT? A VF.P .QT?r> - 
fErrors in Reactions and in Rationale in Sim nprt Therenfi 
( Al) With regard to lack of response to Applicant's arguments in Office Action dated 08/02/99, 

Applicant's Response of 1 0/27/99 states on page 5 (subsection 5.2), in accordance with 37 C.F.R. 
§ 1 . 1 04 and MPEP § 707.07, that "Examiner hasfve] ignored and is unresponsive to almost all points of 
arguments in the REMARKS [Applicant's previous communication filed 07/04/99] ... Applicant 
respectfully requests, and insists, that Examiner explicitly addresses (either agree or point out the exact 
portion that he/she is opposed to), in the ensuing Office Action, each and every point of argument herein 
and in the REMARKS", and repeats such request on page 9 (under subsection 13.2) of the same 
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communication. Applicant also states therein <ha. lack of response ,o Appiicanfs any argument 
w,H be construed as said argument being ag.ed upon, (page ,, under subsection ,3 3 Tu, 
correction of typographical errors) 

(2A2) .IX s : vT; 0ffice Ac,ion of 05/15/00 state ta *• fci ° f ^° ' ■ *« 

£ ™"" "°/'^*'c™«Ae^,W« 'render his/her csreementkereu^ ,, 
r statement m section 17 on page 12. spears such 

(2B) However it is dear ,o Apphc*,, that Office Actions of 08/02/99 and 05/15/00 do no, address 
AppUcan, s many tmporton, points of argument which, Applicant believes, are relevant to 

and that m several occasions, the statement in me 05/15/00 office 

■8— of Applicant, arguments, as described in me ensuing subsections (2D) of ^tion. 

(2C) to regaling sm.cn™. and functional differences between the present invention and prior art 
references, Office Actions of 05/.5/00 states in section .8 ( page ,2-,3), in response ,o 

(2C21 L T? ^ h ^ 19 ^ 13 > - «*» 20 (page .4) 

(2C2) ^ contrary, the REMARKS portion of Applicant's Response submitted 07/04/99 does 

^■fcal y point outhow the Cairn images patency distinguishes them from the references 
fc*. m section 4, subsections 5.2-3, subsections 5.«, and a. end of section 7 of the REMARKS) 

BO) Tb ! T ' S n ° r<BPOnSe 10 to "V «-o Office Actions. 

C3) Thus.Apphcantrespec.iulIyrepresents ma, it is difficult to understand me rationale of the 
Rejection ,«d me comment of -.-ta^^, a(4l , fc|l ^ 

AW fishes ,He mf ro mt He references" and AppHcanfs argument being -redundant to 
c/r M ^ addressed in the Office Action. 

GDI) With respect to the alleged modification of TONG being functionally unfeasible, Applicant's 
communication of 1 0/27/99 states in section (7) on page 6 that it is "because the electronic driving 
system provided therein [in TONG] can not be used to control a solenoid, which is obvious to one having 
ordmary skill in the art", and refers to sections 8-9 of the REMARKS portion of Applicant's 
communication filed 07/04/99 which also provides technical arguments regarding the alleged 
modification of TONG being functionally unfeasible. 
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(2D2) In response thereto, the Office Action of 05/15/00 states, on page 14 (section 20), that « since 
Applicant hasj^ven any reason why such a modification is not feasible, the argument amounts to a 
general allegation . . . . " 

(2D3) Thus, again, Applicant respectfully represents that it is difficult to understand the rationale of the 
Rejections, and respectfully repeats the request of subsection (2A1) hereinabove that in case of 
repeat rejections in response to this Appeal, the ensuing Examiner's Answer or Action provide 
precise and full response to Applicant's each point of argument provided herein. Applicant 
believes that such a request comply with Office rules, practice, and procedure. 

(2E1) The 05/15/00 Office Action states, on page 10 (under section 14), that «W ean explanation or 

argument is being maintained from one Office Action to the next, it is appropriate to 'cut and paste • from 
the first to the second action in order to avoid unnecessary or con/using changes in wording " 

(2E2) However, Applicant acknowledges that the 05/15/00 Office Action includes a new statutory basis 
as ground of rejecting claims, i.e., anticipation Rejections under 35 U.S.C.§ 102(e) and the entire 
arguments in support thereof (section 47 page 3) is "cut and paste" from Section 4 (page 3-4) of the 
Office Action dated 1 1/10/98, which were provided in support of Rejections under a djfiagBJ 
statutory basjs , i.e., obviousness Rejections under 35 U.S.C.§103(a). 



fVni.3) REJF.rTTOM.q Tixmcp r r s c & lfmM 
Applicant respectfully traverses and appeals to the Board from Rejections of Claims 35 37 and 43 
as "being anticipated by TONG" under 35 U.S.C.§ 102(b) [Office Action dated 08/02/99].' 

(8.3A) Errors in th* R,»{,. r fj m - 
(Al ) The 08/02/99 Office Action states on page 4 (sections 8-9) that "The following is a quotation of the 
appropriate paragraphs of 35 U.S.C. 102 that form the basis for the rejection under this section made in 
this Office action: A person shall be entitled to a patent unless (b) the invention was patented or ... " 
and -Claims 35. 37. and 43 are rejected under 35 U.S.C. 102(b) as being anticipated by TONG". 

(A2) Applicant's Response submitted 10/27/99 points out the incorrectness of such ground of rejection 
(see the following subsection 8.3B). In response thereto, the 05/15/00 Office Action states on page 
9(sect 10 n 13) that "However, the filing date of TONG predates the filing date of Applicant's Provisional 
Application. Accordingly, the 102 rejection has been restated properly ( ..) as a rejection under 35 
U.S.C 102(e)" 

(A3) Since the Office Action of 05/1 5/00 restates the rejection as "rejection under 35 U.S.C. 102(e)". but 
does not specifically acknowledge the mistake, the issue is raised herein only for clarification 
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(8-3B) Details Argiimrnf 
As explained in Applicent's Response submitted 10/27/99 (subsection 1.1 / page 2) rejection 
unde r 35U.S^ 

Apnl 4, 1997, wluch ,s more than two month earlier than the patent date of TONG- and the 
prov^onal apphcation filing date is April 05, 1996, which is f ourteen month earlier than TONG's 
patent date. Therefore, the Rejections of Claims 35, 37 and 43 under 35 U.S.C.§ 102(b) is a 



Vm.4 REJECTIONS ttmtycp y o ^ T |frf ^ 
Apphcant respectfully traverses and appeals to the Board from Rejections of Claims 35, 37 and 43 
as being anticipated by TONG" under 35 U.S.C.§ 102(e). 

(8-4A) Errors in the P^rt^. 

nTjr? SUCh antidPati ° n ReJeCti ° nS ^ 35 U - S ' C§ I02 ^ * e O®* Action dated 
05/15/00 fads to respond to Applicant's arguments and citation of authorities on page 2 

[subsectton (1.2)] of the communication submitted 10/27/99 traversing the Rejections, and fails to 
identify several elements set forth in the claims that are not found in TONG, as described in 
subsection (8.4B) hereinbelow. termed in 

(A2) Applicant respectfully points out, again, that the entire arguments in support of the anticipation 
Rejections m the 05/15/00 Office Action (section 4 /page 3) are essentially identical to the 
arguments in Section 4 (page 3-4) of the Office Action dated 1 1/10/98 which were provided in 
support of a different statutory rejection therein, i.e., obviousness Rejections under 35 
U.S.C.§ 103(a). 

m (8.4B) Detailed Ar^nf 

l«D According to MPEP §2131, » 'A claim is anticipated ^each ^ every element as set forth in the 
chum is found, either expressly or inherently described, in a single prior art reference.' Verdegaal Bros, 
v. Union Oil Co. of California, 814F.d. 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987)", and - 
'The identical invention must be shown in as complete detail as is contained in the ... claim.' Richardson 
v. Suzuki Motor Co., 868 F.d. 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989)" 

(B2 \ 

-0 Applicant believes that claim elements set forth in the following Claim languages are not found 
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expressly nor inherently described in TONG: 
(in cUim35) (1) "..IMPROVEMENT THEREIN INCLUDING ACTUATION MEANS SITUATED WITHIN 

SIG^A^^and^V'^'^^ ^ ^ EXTERNAL DIGITAL ANIMATION-CONTROL^ 
SGNAL.. and (2) ... SAID ACTUATOR HAVING ONLY TWO PHASES FOR MOVING 
SAID MOVABLE PORTION IN RESPONSE TO SAID ACTUATION-CONTROL^4EANS^ 
RECEIVING SAID EXTERNAL DIGITAL ANIMATION-CONTROL SIGNAL" 
C Cla,m37) «... ACTUATION MEANS SITUATED WITHIN SAID BODY AND OPERABLE BY THE 

EXTERNAL DIGITAL ANIMATION-CONTROL SIGNAL SEQUENCE" 
On clain^ (1, "SAIL, EXTERNAL DIGITAL ANLMATION-CONTROL SIGNAL SEQUENCE INCLUDES 
A SECOND DIGITAL CONTROL SIGNAL SEQUENCE ", and (2) " ..SAID ACTUATION^ 
MEANS INCLUDES A FIRST AND A SECOND ACTUATORS FOR CAUSING 

^^rf ^fi^" ^^^k"^"^ OF SAID TWO MOVABLE PORTIONS ". (Note that Claim 
43 depend, from Clam, 37 and, thus, can not be anticipated if Claim 37 is not 
anticipated) 

As set forth in the claim languages of Subsection (B2-i) above, Claims 35, 37 and 43 are 

XT 35 " fa ™ » <* dement of me present invention as compared 

wA pnor art ammated talking toy figures , and particularly ^ 

actuation MEANS" as including a 'TWO PHASES" acfcato, Cairn elements such as J™ 
HAVING ONLY TWO PHASES" and "ACTUATION MEANS ... OPERABLE BY ... DIGITAL ... SIG^ m 
Cairn 35 are not found nor inherent* described in TONG. Claim 37 is drawn ,o a mgital-controlled 
anuna ed taUang ,oy figure with bolder Cairn languages than Cairn 35 with respect to d,^ 
of^-con to ,,ed "ACTUATION MEANS". The claim Cement "ACTUATION MEANS 

Ca^T TT" SIGNAL " Claim " " -« f0Und nOT * in TONG 
Claim 43 depends from Claim 37 and provides such limitation to Claim 37 as disclosing « ' 

additional movable body part of the toy fig^e that is independent of its first movable body 
portion, which is not found nor inherently described in TONG either. 

fcre80ing reaS ° nS tHiS MCti0n ' A| "" iCant Mi - eves ** me R ^ n <™ Under 

MPrp f,,, ! ' 35> 37 ^ 43 fa " 10 Comply wi ™ me "**•*» re 1«< of 

^EP §213 described above, and respectfully requests that Board withdraw the Rejections, (see 
also the attached Declarations) 
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vm.5. 



Apphcan re.pec.MIy trave.es and appeals t0 the Board from Rejections, under 35 U.S C § 
.03( ), o Clauns 36 and 38-42 as being - „„„, eow row , ^ claims ^ 
unpatentable over TONG in view of GASPER ET AX. For the reasons that fo„ows, the ExaLter 
has farled to estabhsh . prima facie case of obviousness of the claimed intention 



(8.5A) Errors in the>. R f j~trnfi 
(Al) I. appears that, the key argument appiied in support of the obviousness Rejections over TONG is 
dtrected „ a^ecrfic device, me so.enoid, employed in me churned invention; as the arguZ o 

... as such statement bemg repeated five (5) toes in the two Office Actions (in section 5 / £ge 4 

~ 7 ' SKti ° n ^ ' ' 5> - M ' »» 16 0ffi « Acoon da.7 

05/15/00; and ,„ section 1 1 / page 6 of the Office Action dated 08/02/99); and that the kev 

argument appiied in support of the obviousness Rejections over TONG in view of GASPER ET 
AL .s „ bem oMous ,„ me a/oranary sW fc ^ m iu ^ 

,ouse «. «*», of sou,, analysis use, >n GASPER ETAl ,„ imMim ofTom ln orier ,„ 

,o ,He doll of TONG . as such statement being tepeated three (3) times in the two Offic* AcTnsT 
m section 6 / page 5 and section 23 / page 16 of the 05/.5/00 Office Action; and in section 12 / 
page 7 of the 08/02/99 Office Action) 

(A2a) However, the Office Actions fail ,„ consider the subject matter as a whole, the fact that n*ny 
clatm hmt^ons and elements in the claimed invention are not taught or suggested by the prior 
«. the fact that the alleged modifications and combination are no, functional feasible arri change 
the operation principle of the prior art inventions, and lack of success of others, as so discussed fa 
Applicant s previous Responses and communications. 

<«b) The following is a list of the argument segments and citations of authorities in Applicant's 
Response, submitted 10/27/99, to which the next Office Action dated 05/15/00 fails ,o provide 
proper response: 

(a) Discussions of "Non-analogous Art" in subsection (4.2) on page 4; 

(b) Citation of authority in subsection (4.1) on page 4 in support of the "Non-analogous Art- 
argument; 

(c) Citation of authority in subsection (4.3) on page 4 in support of the "Non-analogous Art- 
argument; 

(d) Discussions under "Different Structures and Functions" in subsection (5.1) on page 5; 
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(e) Citation and discussion of authority in subsection (6. 1) on page 5 in support of the 

argument under "Claim Limitation Not Being Taught or Suggested in Prior Art- 
(0 Dtscussions of "Proposed Modification Not tadbfcOHW to subsection (7.1-3) on page 

(g) Citation of authority in subsection (9. 1) on page 7 in support of the discussions of 
Subject Matter as a Whole"; 

(h) Discussions of "Modification needs to be substantial" in subsection (10.1) on page 7; 

(A3a, Appiicanfs ,0/27/99 Response describes five (5) different superior properties and .unctions of the 
Canned tnvenUon (sectton 8 / page 6 . 7 ) as compared with the prior art inventions, and provides 
toons of and references to prior case .aw in support of Applicant's trave.es. In response 
thereto, the 05/1 5/00 Office Action states, on page 1 5 (under section 21), that 
concept proviae evince ofnon-otoousness, ,Hey are no, always sufflcien, u, prove non-otviousness 

More unponanify, Applican, nas „„, skovn any une^,ec,ea resuUs, superior properties or aoseZ 

properties which would obviate the rejections ..." 
(A3b) However, the Office Action fails to state under what circumstances the presence of superior 

property and new functions would be "not .. sufficient to prove non-obviousness", and fails to 

discuss why Applicant's citation of authority does not support Applicant's traverses. 

(A4a) The 05/15/00 Office Action states on page 16 (under section 23), in response to Applicant's 
previous argument, that « ... Obviousness can only be established by combining or mo difyin S the 
teachings of the prior art to produce the claimed invention where there is some teaching, suggestion or 

one of ordinary sMlm theart. InreFine, 837 F.2d 1071. 5 USPQ2d 1 596 (Fed. Cir. 1988); In re Jones 

958F.2d347. 21 USPQ2d 1941 (Fed. Cir. 1992)." 
(A4b) Applicant acknowledges that discussions of the court decisions in In re Fine and In re Jones are 

also provided in MPEP §2 143.01 , which states that "In In re Fine The examiner and Board 

asserted that it would have been within the skill of the art to substitute one type of detector for another in 
the system of the primary reference, however the court found there was no support or explanation of this 

conclus 10n and reversed. " and "In In re Jones The court found there was no suggestion to combine 

these references to arrive at the claimed invention." 
(A4c) Thus, it appears that the rationale used by the court are in support of Applicant's traverses instead 
of Examiner's ground of Rejections. 

toa) The Office Actions of 05/1 5/00 states, in section 5 on page 4, that "TONG discloses the claimed 
invention except for the actuator being comprised of a 'solenoid means ' ", and in section 6 on page 4 
that "TONG substantially discloses the claimed invention except for specifically describing the 'digital 
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animation-control signal sequence being associated with selected audio speech ...and transmitted to the 
toy in synchronization with the transmission '." 
(ASb) Applicant respectfully points out that such statement is a showing of incorrect unH^^^^ 
tsfsrencs: TONG does not teach nor suggest using any digital "animation-control" signal or any 
other type of control signal that is separate from the analog sound signal sent to the doll therein at 
all; Only analog sound signals are involved in TONG; TONG does not teach nor suggest using any 
type of two-phase actuator, such as a solenoid or the like, either, Furthermore, the electronic 
devices employed in TONG (2:51-55, FIGS. 1-3, 6) do not facilitate conventional digital control of 
a solenoid. Thus, TONG's lack of fundamental elements and functionalities disclosed in the 
claimed invention certainly can not be construed as "substantially discloses the claimed invention" 
and the aforesaid arguments of"... being associated with ... - and " ... in synchronization with " are 
simply irrelevant to the subject matter of TONG. Further discussions of structural and functional 
differences between TONG and the claimed invention arc provided in "Detailed Argument- 
Section hereinbelow. (see also the attached Declarations) 

(A6a) The Office Actions of 05/15/00 states on page 5 (section 6) and page 16 (section 23) that "it would 
have been obvious .. to use the method of sound analysis used in GASPER ETAL in the invention of 
TONG in order to efficiently and accurately analyze and coordinate the inputted user sounds with 
the movement signals sent to the doll of TONG " 
(A6b) Applicant respectfully points out that such a statement is also a showing of incorrect 

understand^ of the reference The physical structure of TONG's combination of the doll with a 
computer only facilitates transmission and reception of analog sound signals between the doll and 
the computer wherein the doll receives and employs the same ansln? <» m * ^ for controlIing 
all the motors within the doll as well as for supporting its audio output (2:44-55, FIGS. 1-2, 6). 
Thus, its functionally unfeasible to "use the method of... GASPER ETAL in the invention of 
TONG ". Furthermore, as described in the ensuing subsections (A7), the synchronization method 
and principle of GASPER ET AL is different from the claimed invention. Further discussions of 
structural and functional differences between TONG / GASPER ET AL and the claimed invention 
are provided in "Detailed Argument" Section hereinbelow. (see also the attached Declarations) 

♦ 

(A7a) The Office Actions of 05/15/00 states on page 5 (section 6) that "GASPER EL AT also teaches 
different articulations for various sounds: silence, vowels, and consonants" 

< A7 b) Again, such a statement is a showing ofincorrect understanding of the refer^ Indeed, the three 
keywords "SILENCE", "VOWELS" and "CONSONANTS" are shown in GASPER ET AL. 
However, these words are referred to therein as three "coart types", which is one of the twenty five 
(25) fields of an "internal data structure" named "synactor model table" [synactor stands for 
"synthesized actor" representing animated on-screen characters (2:63-65)], to be used in a 
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"coamculanon process- for dealing with a specific speech pattern named "coarnculator, patten," bv 
ustng the "RAVEL-prograrrmting language provided *e re i„( I8:l . 11 , 28 . w 28 . 25 ~, " 

[coarncuianon type table] used for determining what effect the given phocode t the third field of the 
synacw, mode, table" . FIG.8] wiH have on ,ts neighbor [phocode]" (18:9-11, 29:37-38 29 49-53 
16:49-59 FIG.8). The purpose of introducing the "coagulation process" and the three "coart ' 
types ,n GASPER ET AL is for adjusting the phocode and hence "determining different face 
(posmo„[sJ) to be used" in case of coarticulatory speech pattern (18: 1-4, 28:1-3) so as to "nuke 
talking synactors always look their best" (30:52-56, FIGS.l la-1 Id) 

(A?C) faGA^PFT T° ProCeSS " ^ " S,LENCE " : ' V0WELS " "CONSONANTS" 

m GASPER ET AL are completely irrelevant to the general purpose synchronization method of 

the clauned mventtot. The only relevant portions of GASPER ET AL., if any, are the methods of 
creatutg and using the "phonetic/timing value string" or the "RECITE command string" provided 
^rem (12:52-63, ,9:8 15. ,9:36-40) which synchronizes an audio sound with the ILwan 
on-screen ,mage s (or the synactor's) a. least riffi m Hp rnittinw and te.n aM w w 
~ (9:49-5,, 9:68-,0:,3, „:64-68, ,4:48-56. P IG S. 4, 5c, 6a, ^2^^ 
churned mventton synchronizes an audio sound with animation of a physical toy figure's two 
m^^ d, "open" and "c,os 0 . Further discussions of rational differences between 
UASPER ET AL and the claimed invention are provided in "Detailed Argument" Section 
tierernbelow. (see also the attached Declarations) 

(A8a) The 05/15/00 Office Action sfctes on page 15 (under section 22), in response to Applicant's 

rr , ! a T Cnt ' *" " - •* * — *» in the toy indust* now. ...the rejection is 

art t common use of solenoids but on whether it would be obvious or novel to one skilled in the 

art at the time the invention was made'" 

m Again, Applicant has difficulties in understanding the rationale. li« the rejection is not based on the 
common use of solenoids" in the industry now, and there is still no product in the market similar to 
the churned invention that solves the problem of using digital signals to accurately synchronize a 
toy s animation with its audio sound (Note: it appears that the Examiner also agrees with 
Apphcant's such argument of Lack of Success of Others, see Section 24 on pagel6-17 of the 
^1 5/00 Office Action), then the argument of Whether it vould be obvious or novel to one skilled in 
m art does not support the obviousness conclusion. 



(S.5Bj Detailed Ar^ir^ 
lught/: 

According to MPEP §2143.03, "To 



establish prima facte obviousness of a claimed invention, all the 
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claim limitations must be taught or sui?j?ested hv th» ™^ - ? 

(CCPA 1Q7<n « a n A • 8 orsu S8 estedb y the Pnorart.InrcRoyka,490F.2d981, 180USPO580 

claim is nonobvious unto 35 U S C 103 ,h m „„„ „, • 1 " ,de l> OT <fent 

817 r m in,, < „„ J« y "kP^S therefrom is nonobvious. I„ K Fine 

837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)." ' 

(. b-i) Embodiment and/or Umitations set forth in the following claim languages are no. described nor 
suggested by TONG and patentab.y distinguish the claimed invention from TONG 
(mcla,m36) (1 , ".. WHEREIN said actuator comprises a solenoid means " and (2) 
"SAID ACTUATION-CONTROL MEANS INCLUDES MEANS FOR SELECTIVELY 
SWrrCHING ELECTRIC CURRENT TO SAID WIRING COIL IN RESPONSE TO RECEIVING 
SAID EXTERNAL DIGITAL ANIMATION-CONTROL SIGNAL - REIVING 
(m Claim37) "... ACTUATION MEANS SITUATED WITHIN SAID BODY AND OPERABLE BY THE 

EXTERNAL DIGITAL ANIMATION-CONTROL SIGNAL SEQUENCE"' 
(m claim38) ". SAID ACTUATION MEANS INCLUDES ACTUATION-CONTROL MEANS OPERABLE 
8 YSATD EXTERNAL DIGITAL ANIMATION-CONTROL SIGNAL SEQUENCE ANDAN 
ACTUATOR HAVING ONLY TWO PHASES FOR MOVING SAID MOVABLE FoZoL 
RESPONSE TO SAID ACTUATION-CONTROL MEANS RECEIVING TTfE^SXTERNAL 
DIGITAL ANIMATION-CONTROL SIGNAL SEQUENCE " • 
(in Claim39) (1TSAID ACTUATOR COMPRISES A SOLENOID MEANS and (2) "WHEREIN SATC 
ACTUATION-CONTROL MEANS INCLUDES MEANS FOR SELECTIVELY SWITCHING 
ELECTRIC CURRENT TO SAID WIRING COIL » RESPONSE TO T^CTuIrloT 
CONTROLMEANS RECEIVING SAID EXTERNAL DIGITAL ANIMATION-CONTROL 
SIGNAL SEQUENCE 

(in claim40) "..MEANS FOR COUPLING SAID MOVABLE PORTION OF THE TOY TO SAID PLUNGER 

MEMBER OF THE SOLENOID"; 
(in claim42) «... MEANS FOR TRANSFERRING SAID EXTERNAL DIGITAL ANIMATION-CONTROL 

SIGNAL SEQUENCE RECEIVED TO A DRIVE-CONTROL SIGNAL SEQUENCE 

° F AFmSTAND * SEC °™ DRIVE-CONTROL SIGNALS FOR 
REPRESENTING A FIRST AND A SECOND PREDEFINED BINARY VALUES 
RESPECTIVELY, AND CONTROL INPUT MEANS FOR RECEIVING SAID DRIVE-CONTROL 
SIGNAL SEQUENCE". • upukul 

-'0 duping of rising 

As set forth in the claim languages of Subsection (lb-i) above, the three groups of Claims i e (1) 
Ua lms 36 and 38-39, (2) Claims 40-41, and (3) Claim 42, as amended, are separately patentable, 
he first group, i.e., Claims 36 and 38-39 are drawn to a digital-controlled animated talking toy 
jgure with majority of the claim languages disclosing the embodiment of the toy figure's 
ACTUATION MEANS" comprising an "ACTUATOR HAVING ONLY TWO PHASES" and an 
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"ACTUATION-CONTROL MEANS OPERABLE BY ... DIGITAL SIO,*,- l.- I. 

suggested by TONG. Claims 40-4, depend fcm C^ZZ^^T T'^' 
Claim 39 w th Kspect 10 raechanical ^ n^£^.^Z£Z 10 
TWO PHASES" and the movable portion of the ,oy figure Clata 42 dl mrf !^ r-^ ^ 
provide further limitations .o Claim 39 with reslt^m • *■ ^ 

digital "ACTUATION-CONTROL MEANS" bvrff ° f «» figure's 

d- external d^ita, -^ST^tS," ^ " * ^ 

signals, wmcn is not (aught nor suggested by TONG either. 

-i) Embodiments and/or limitations set forth in the lowing Cairn languages are no, describe 
suggested by TONG and GASPER ET AL., and patently dishngu^l 1^ « 1 
combination of TONG and GASPER ETAL Claimed invention from 

(in c,ai m 44) ™tion means .... n*™ an actuation-control means operable 
^^^^ 

receiving the digttal animation-control s,gnals " ^ S 

On Claim45) "SAID DIGITAL ANIMATION-CONTROL SIGNAL SEQUENCE REPRESENT, M nv™ 

SECONTJ MOVAm^c ^'GNAL SEQUENCE ... "; and (2) "... SAID MOVEMENT OF THE 
PORTION^ PORTION BETNG INDEPENDENT OF THAT OF THE FIRST MOVABLE 

(inclaim47)(l)"...SAIDACTUATORCO M PRJ S ESASOLENO I DMEAK S ..... and(2)« SAID 

DIGITAL VALUES ... ACCORDING TO THE SPEED AND TOTAL TIME OF EACH 
CONTINUOUS PORTION OF SATO AUDIO SPEECH"- 
(in claim5l) (1) "... AN ANIMATED TALKING TOY OPERABLE BY AN EXTERNAL BINARY DIGITAL 

GENeT™ g ~ L S,GNAL - "• (2> " MUL ™ ED ' A MEANS FOR 

Fo™Z QUENCE ° F * mARY D1GnAl ^^ION-CONTROL SIGNALS 

L T ° SAID TOY "' P) "- ACTOA ™N MEANS SITUATED WITHIN 

cZZ lT^ smLE F0R DIOrrAL comROL - ■ ncludino *» A <™™- 

,,rZ « HI ° PERABLE BY SAI ° BrNARY D!GnAL ANIMATION-CONTROL 
SIGNALS AND AN ACTUATOR FOR MOVING THE MOVABLE MOUTH m RESPONSE TO 
THE ACTUATION-CONTROL MEANS RECEIVING THE ANIMATION-CONTROL 
SIGNALS..." and (4) "MEANS FOR CAUSING SYNCHRONOUS TRANSMISSION OF SAID 
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ANIMATION-CONTROL SIGNAL SEQUENCE TO SAID Ar~rrr A ™*, 

(lc-ii) Grouping r»f Hmm.'i 

with majority of the claim l a nm,o« r • controlled by a multimedia computer 

ofa multimedia computer and a tovfi„, T Cla,mS5 '- 60 ' « *»«» '° «» combination 
methods of using JZZ.TJT' ^ "<* **" *■ 

CONTROL , ACTUATION-CONTROL MEANS OPERABLE BY DIGrTAL SIGN,,*" ft 
FOR CAUSING SYNCHRONOUS TRANSMISSION" in CI • <, "' ' ^ 

orGASPERETAX. WANSMBSB »' 111 Claim 5 1 are not taught nor suggested by TONG 

3 £ S^,o3T ?: f r SOin8 """" ' US ^'^ ^ «-« U>e Rejections Under 

' desc^ h T C ° mP,y With * " da,m " miati0 " S " 1 ^ §2>43 03 

f Different F vn .tp n<? nnf1 A^-flm,,,,, 

: ^ n to MPEP §2141, with respect to standard of patentability to be applied in obviousness 
ons, The Supreme Court reaffirmed and relied upon the Graham three pronged test in its 
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consideration and determination of obvious** in the fact situations presented in both the Saknuda v A* 
Pro, Inc., 425 U.S. 273, 189 USPQ 449, reh'g denied, 426 U.S. 955 (1976) and Anderson's-BIack Rolk 
Inc. ^Pavement Salvage Co., 396 U.S. 57, 163 USPQ 673 (1969) decisions. In each case, the Court went 
on to d,scuss whether the claimed combinations produced a 'new or different function' and a 'synennstic 
result, but clearly deeded whether the claimed inventions were nonobviousness on the basis of tte 
mree-way test in Graham. Nowhere in its decisions in those cases does the Court state that the 'new or 
Afferent function' and 'synergistic result' tests supersede a finding of nonobvious or obviousness under 
the Graham test." 

New and Different Functions and Superior Properties of the claimed invention have been 
described extensively in Applicant's previous Responses and communications, as repeated herein 
as follows (see also the attached Declarations): 

( 2b > Animated Toy Figure Beinr Controlled h y pj^i 

(b. la) The present invention discloses an animated talking toy figure that is, as set forth in Claim 35 with 
"IMPROVEMENT THEREIN INCLUDING ACTUATION MEANS ... OPERABLE BY AN EXTERNAL ' 
DIGITAL ANIMATION-CONTROL SIGNAL ...», in Claim 37, "... RESPONSIVE TO RECEIVING AN 
EXTERNAL DIGITAL ANIMATION-CONTROL SIGNAL SEQUENCE AND AN EXTERNAL SOUND SIGNAL 
SEQUENCE in Claim 44, "... RESPONSIVE TO RECEIVING A SEQUENCE OF SOUND SIGNALS 
REPRESENTING A SELECTED AUDIO SPEECH AND A SEQUENCE OF DIGITAL ANIMATION-CONTROL 
SIGNALS ... ", and m Claim 51, "... OPERABLE BY AN EXTERNAL BINARY DIGITAL ANIMATION- 
CONTROL SIGNAL FOR CONTROLLING THE ANIMATION THEREOF AND BY AN EXTERNAL SOUND 
SIGNAL FOR PROVIDING AND CONTROLLING THE SOUND THEREOF" 
(b-lb) It is understood that the animated talking toy figure of the claimed invention is adapted to receives 
^WW^^Pnfll^ Tr n rn, i.e., "A SEQUENCE OF SOUND SIGNALS" for providing audio output 
Of the toy figure, and " A SEQUENCE OF DIGITAL ANIMATION-CONTROL SIGNALS" for controlling 
the animation thereof. As it is well known, a digital signal sequence has two finite electric voltage 
levels, as standardized by the digital electronics industry, for representing the binary codes "1" and 

M In contrast thereto, TONG discloses the combination of a doll and a multimedia computer wherein 
the doll recedes the game anaW yinri signi, from the computer for controlling all the drive 
motors within the doll as well as for supporting the doll's audio output (2:44-55, FIGS.1-3, 6). As 
't is well known, an analog sound signal sequence has a continuous and alternating voltage' level. 
■ TONG fails to disclose an animated toy figure of the type feasible for digital control. 
^ Conclusion: In comparison with the animated talking doll of TONG, the claimed invention 
Presents new and different ftwefions with respect to the operation principle and control signals 
needed for controlling the toy figure's animation, (see also the attached Declarations) 
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(2c) Operation Principle of Actu ation-Control 

(c. 1 ) As set forth in Claims 36, 39, 47, and 52, the actuation-control system of the claimed toy figure 
"INCLUDES MEANS FOR SELECTIVELY SWITCHING ELECTRIC CURRENT TO SAID WIRING COIL IN 
RESPONSE TO RECEIVING SAID EXTERNAL DIGITAL ANIMATION-CONTROL SIGNAL SO AS TO 
M0VE raE MOVABLE PORTION", and in Claims 42, "WHEREIN SAID MEANS FOR SWITCHING 
ELECTRIC CURRENT CONNECTS ELECTRIC CURRENT ... IN RESPONSE TO ... RECEIVING THE FIRST 
DRIVE-CONTROL SIGNAL ... AND DISCONNECTS ELECTRIC CURRENT ... IN RESPONSE TO... 
RECEIVING THE SECOND DRIVE-CONTROL SIGNAL", i.e., the actuation-control system of the 
claimed toy figure receives and are operated hv a digital sig nal that is separate from any 

sound signal. 

(c.2) In contrast thereto, TONG utilizes an amplifier to "increases the level of the audio signal" and a 
rectifier to "converts the amplified signal to a D.C. voltage which is applied to the drive motors ..." 
(2:51-55). It is understood that the actuation system of TONG employs amplified and r^f fi^ ' 
analog sound signals received from the computer for actuating the drive motors of each doll! 
instead of "SELECTIVELY SWITCHING ELECTRIC CURRENT' to the actuator in response to receiving 
digital control signals as so disclosed in the claimed invention. In addition, all the drive motors 
within each doll of TONG are actuated by the same amplified and rectified analog sound signal 
sequence which has alternate and continuous amplitudes proportional to that of the analog sound 
signals received from the computer. Such an actuation arrangement of TONG requires that the 
doll's drive motor be actuated only under the presence of sound signals. TONG does not teach or 
suggest employing a digital-controlled actuation system for selectively switching electric power to 
the actuator in response to receiving digital control signals, and fails to provide a digital-controlled 
actuation system that can be actuated without presence of any analog sound signals. 
(c.3) Conclusion: In comparison with the animated talking doll of TONG, the claimed invention 

presents new and different functions, with respect to digital operation of the electronic actuation- 
control system of the claimed toy figure, (see also the attached Declarations) 

( 2d ) Tov Figure's Animation R^ ing Independent of Audio Sonr, d 

In many circumstances, it is desirable that control of the toy figure's animation be independent of 
its audio sound, such as in case of musical sound, or based on whether the current word or phrase 
of the toy figure's audio speech belongs to a specific vocabulary groups, instead of being always 
actuated under the presence of any type of sound. 

W- 1 ) As described above, the digital animation-control signals of the claimed invention are separated 
from the sound signals of the toy figure. Such an arrangement allows that the toy figure's 
animation be controlled according "TEXTUAL CONTENT AND SPEED OF SAID [the] SELECTED 
AUDIO SPEECH" or according to presence or lack of textual content, or based on whether the 
current word or phrase of the toy figure's audio speech belongs to a specific vocabulary groups, by 
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™ ^^■^ ^ ClUfa™. to Specification: , 1:2 4-26 

1^ ] ' ^ ° f mUSiCa ' W, ' th0U ' «— ' «— • - '»y «*« of til 

c lanned invention can snnply b , controIled t0 have no ^ 

'^»yfi^' S bod y pa«c a nbcac t ua,edw it hou,p reS e n ce„fa„ ysoulda aI1 
(d.2, h, contrast thereto, TONG employs .he same analog sound signa, for ending 

"7 aCtUan0 " 55 W " * f0r "W"*-. if output (2:44-55, 3:3-6, 3 43-45 FIGS > 3 
6). Srt an arrangement of TONG requires that movable portion of the doll be ^ act^ed 
under the presence of a„ y sound sigMl regard|ess of me ^ „ ^ «■ 

(d.3) C °-'---*e claimed invention presents such r^ord^^ 

combed wim the arumated tafcing doU of TONC^TaZn^ 

independent of its sound. (Reference to Specification: 12:9-15, 13:17-i 4 : M) 
( 2e ) Operation Principle nf Afflmrtrr 

™ sTgk"' MOVABLE P0RTON " TO " D '°™ ™°N- 

(e.2) In contrast : thereto, TONG employs conventional rotary D.C. motors for actuating d» movable 

havmg two (2) operatton phases concurrent with the digital binary codes 'V and V and & T,o 
disclose an animated .Being toy of the type having binary action arrangement fe*n,,e J 
digital operation and control. 
(= 3) Conclusion: In comparison with the animated talking dol, disclosed in TONG, the claimed 
invention presents n e w and fliffrrmt mnrtion i with respect to the operation principle of the 
actuation device employed, (see also the attached Declarations) 

l2f > Computer Operation <™ w „ ^ ^th TON/?) 

(fl) As set forth in Claim 51, the basic functionality of the computer employed in the claimed 

invention IS "GENERATING A SOUND SIGNAL SEQUENCE, REPRESENTING A PRESELECTED AUDIO 
SPEECH, AND A SEQUENCE OF BINARY DIGITAL ANIMATION-CONTROL SIGN™ 
TRANSMISSION TO SAID TOY". 

«2) In contrast thereto, TONG utilizes a computer only to send an analog sound signal to the doll 
(2:44-45, 3:3-6, 3:43-45, FIGS.1-3, 6). TONG does not teach or suggest using the computer to 
generate any digital synchronization-control signals for transmission to the doll as so disclosed in 
the claimed invention, nor does TONG utilize the computer to determine detailed text content of 
the toy's aud 10 speech for creating smnte digital synchronization-control signals. TONG 
discloses an animated talking doll that is essentially the same as other prior art interactive talking 
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dolls of the <ype utilizing an external audio-video device surf , „, 

sound source, i.e., the computer, and provides a «s J , X" ' f " m ° Km «*« 

sound sig^ls fortransmitting „ two different speafers rSP ' i,,ing "—"P-** 

(O) Conclusion: In comparison with TONG the claims • 

fimste with respect to the operatic! „n °" •^^ Sai 

Declarations, P ™° n PnnC ' P ' e ° f <~ (see also the attached 

<«•!) The baste computer syncl^fon prinl e of ftecIaWw 

AND A SECOND BINARY LOGIC SIGNAL 1 !" Tt i , comprising "A SEQUENCE OF A FIRST 

s.gnal sequence „ direct|y P ^ * ft. anrmation-conho, 

par,. The claimed invention also provides method £££££ " 
according to reaction-response time of me toy figure's Z2 b , ^ " aC,Uati0,1 COmr °' 
actuactor attached thereto as so set forth i„ n != 7 *" d 1,16 

SAID PRESELECTED AUDIO SPEECH THE^REACTLON Tn^ 1 ^ ^ ^ <<A< "^'^'"^' TO THE SPEED OF 
ARRANGEMENT OF VOWEL LEIT^ ^ ° F ^ ACTUATOR - AND THE 

E2Sili2ii5 0fthe claimed toy figure ' } ' mste ^teuns^ 

table" for representing a number If , f ' 7: '"' ^ by a "Wr «* 

Program (, ,29-39 Z 7^1 < « from ft. RAVEL source 

"rave" (2 ,o- 6 ,, La. 8 ,:r 5 ; ; 6 r .rrrr; ^ ^ named * 

■merface system named "hypera„i„w (3:26-29, 3-54-56 45 ^ 7 ,,T P " P °* 
18:48-56, FIG.5g FIGS 10a liuvn ■ u ' ^ 4 ' 32 " 45 ' S «8-7:ll, 8:14-17, 12:16-22, 

-J.Jg.rnji.loa-IOd^Dunngthesynchronizationprocessatth^"™ i. 
text string entered bv the us^r ■ process at the speech sync lab", a 

by the user for representing a sound is converted to a "phonetic tex, string" 
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which is then sent, along with the location of sound resource and fi . ♦ u 
"RAVE driver" use this imformation received to create^'^^VE^ciTC "^^f driver"; The 
used for sychronization control and contains the needed sv^ ' ^ Can be 

"Phonenc/nming value string" The aualitT f ^ *™*«^on information such as 
on the timing value J^^^^rT^ * ^ " 

(g-4) In contrast with the comp "^ol ' ^ (12:31 ' 64 ' m * I9 ^). 

u lc complex synchronization process of GASPER FT at *u 

of the Caimed invention is defined, in , he computer system by T ^ ^ 

"0", instead of using the "RAVEL" authoring .aluase and 'Z ^ " "' " - d 

cod. - , ■ accotding , 0 reaction-response time of the so.enoid d^ t^Trl! "* 
speech, mstead of using any compie, programming ^ JZ£££* f" **> 

RAVE scripting language of GASPER FT at a ■ ... * Ver and me 

-argenumberof Uptons ^ ^ ""^ *~ **■» <■ ^veiy 

/ « t-« *_ positions and facial expressions employed in GASPFR ft a t 

(g.5) Furthermore, Itis „e„ tao w that the reaction / response Jhav,o^l on ? 

little temporal restriction to the o~n,«™. ft. , • ™ rs of w °n-screen image present 

needtoconsider^ac^ 

on-screen computer animation However in ZZ V designing any type of 

response time of me physica. device be considered " 15 that the reac.,on- 

(g-4) ConcI ^tooomparisonwiththediscIosureofGASPERETALme^- „• ■ 

with respect to me synchronic ^ ^^77^ 
system employed, (see also the attached Declarations) * " 

INCLUDES A FIRST AND A SFPOMn a ™ , •• WHEREIN SAID ACTUATION MEANS 

u,i,i2es ,he samc sound f ° r — - 

e " as forconm ) |lingallthemotorswithinthedoll'sbody(2<14-50 FIGS us,-, 

sn^r or concurrent wi,h ^ ° f ftc ** mwab,e ^ * » " 

realistic. TONG fa„s to provide an animated ,a, k i„ 8 doll of the type tha, can be ad^d to Lude 
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realistic movement of an additional movable boy part that is substantially independent of the first 
movable body part of the doll. 
(h.3) Conclusion: In comparison with the animated talking doll disclosed in TONG, the claimed 

invention presents new a nd riiffrrmf ftinctioiw and a dvantag e with respect to 'independent control 
of the toy figure's second movable body part, (see also the attached Declarations) 

( B3 > Non-analopous Art - Pre pared wjt h TONG. 

(3a) According to MPEP§ 2141 .01(a), " 'In order to rely on a reference as a basis for rejection of an 

applicants invention, the reference must either be in the field of applicant's endeavor or, if not then be 
reasonably pertinent to the particular problem with which the inventor was concerned.' In re Attacher 977 
F.d. 1443, 1446, 24 USPQ2d 1443, 1445 (Fed. Cir. 1 992). See also In re Deminski, 796 F d £f£ 
USPQ 313 (Fed. Cir. 1986); In re Clay, 966 F.d. 656, 659, 23 USPQ2d 1058, 1060-61 (Fed Cir 'l992)» 
and " ... the court has found "the similarities and differences in structure and function of the inventions'to 
carry far greater weight." In re Ellis, 476 F.d. 1370, 1372, 1 77 USPQ 526, 527 (CCPA 1973)" 
(3b) The "particular problem" with which the claimed invention is concerned is to provide an animated 
toy figure with actuation thereof being controlled by "EXTERNAL DIGITAL ANIMATION-CONTROL 
SIGNAL" received from a computer, so as to synchronize the movement of the toy's body part with 
its audio speech, and to avoid using conventional rotary motor for actuation of the toy figure's 
body part so as to reduce mechanical complexity. 
(3c) In contrast thereto, the problem with which TONG is concerned is to provide a combination of a 
computer and an animated sounding doll and a sound-signal "splitter" such that, the sound of the 
doll is separated from the sound of the computer speaker, and that the analog sound signals from 
the computer can be used for controlling the doll's animation as well as for provide the doll's 
sound, as so stated in TONG as "The audio signals for the sounds to be vocalized by the bear [doll] are 
dnected to the left audio output channel, and the signals for all other sounds are directed to the right output 
channel [of the computer]", and "Signals for driving the speaker and the drive motors are obtained from 
the left audio output channel" (2:44-45, 3:3-6, 3:51-4: 16, FIGS 4-5). 
(3d) TONG is not concerned with nor teaches providing any solution or discussion of using digital 
signals to control a toy figure's movable body part and avoiding using conventional rotary motor 
to reduce mechanical complexity. Therefore, TONG is not in the same field of endeavor as the 
claimed subject matter and is not pertinent to the particular problem with which Applicant is 
concerned, (see also the attached Declarations) 
(3e) Furthermore, Applicant has provided herein extensive discussions of functional and structural 
differences between the claimed invention and TONG, which also renders TONG non-analogous 
with and not in the same field of endeavor as the claimed subject matter. 
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(B4) ^fln-maloPoiH Art ■ rnn, nrrfj . |Y ff h r rASPTO pT 

(4a) A Pain arrnr^« rt *-ii/nm, 



Again, according to MPEPS 2 1 4 1 0 1 ra) " * r n ^ ♦ . 

animated state (i,., "open") in addition to its JS^t^*?* IT ^ °" 
Caroused present this „ 0 position mme^ * X """^ "* " I " 

Became the ,„ y figure . s movaWe ' ™ ' ! SyS,OT ° f daimed f " v « li °»- 

very high. The synchromzation process of ft. ri," «, ■ * C ° mpUte ca " n0 < be 

resource. P ° f "* ,nVeM ">" minimal computing 

(40 ^^'thereto.ae.-particularproblem-wiAwhichGASPERETALi, 

» computing resource to synchronize an audio sould « e IvT * 

posmons and facial expressions of an animated on-scree-, i™. * """"^ ° f 

have reaction-.sponse time limitation to the ope^ti nTn^c Tr! T ^ *" "« 
portions and fifteen (.5) faciai expressions in additio o t "ClT T W "'" 
computing resources and precision rennir™,^, t,- , state, depending on available 

GASPEK-ET AL are p J^.T™* " " """'^ «* «» systems of 

P-esandLteli:;— ^£*^~"-**"*<~ 

endeavor as the claimed «,w~t - -> • ^AsPER ET AL is not in the same field of 

Pa) According to MPFPS no 

<— under 35 U.S C » f« J^TZ^ T ^ ^ " - ^ * 
whether me claimed invention L a ltl u 7" W ° U ' d ^ but 

m f,. , 5 3o, 2, 8 vsiwZTm^T^ S, " ,oflex ' hc - v ' 
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properties of the subject matter which are inherent in the subject matter and are disclosed in the 

I S ; P " , ^: t, ,° r n - !| 15 th * inVrnti ° n " 1 ^ ^ ™* ™* mrtJ Cit. which must be obvious under 35 
USC 103. In re Antome, 559 F.2d 618, 620, 195 USPQ 6,8 (CCPA 1977) ... See also In re Papesch 3 , 
F.2d 381, 391, 137 USPQ 43, 51 (CCPA 1963) " P ° h ' 315 

(5b) However, as described above, the key argument in support of the Rejections is directed to a 
specie device, i.e., the solenoid actuator, employed in the claimed invention, instead of 
considering the claimed invention "as a whole", as so stated in the Office Action as: «* „ ould have 
^^"oneofordinarysmintHeart* 
solenoids as the actuators in the invention of TONG " 

(5C) wml«nT m M, lT ly I* a " : ' a * w ° i ta " fi " * a ^ r ">™ °f 

MPEP8 2141.02. The new and Afferent functions and advantages and superior properties of the 
clatmed tnvention as described herein and in the specification render the claimed invention no„- 

obvious. 

W A l leged Modificarion n.*^ Prmrinfe nf Op^ fip n 

(6a) According , 0 MPEP § 2.43.01, "If the proposed m0<iificaljOT „ combtatjon rf m ^ 

change the pnnciple of operation of the prior art invention being modified, then the teachings of the 

r^™^^"' *" re ° dCr C ' aimS Pnma ^ **~ " 8 ** 2 ™ FA S '°' 123 USf Q 

(6b) As described above, the alleged modification is «,o connec, ^Hase sotool* as toe actors in 

the invention of TONG". 

(6c) -The operation principle of the claimed invention is to use two M ^,^.^ to controJ 
the sound and animation of a toy figure, i.e., a sound signal sequence to drive the speaker and a 
separate digital signal sequence to control the toy's animation, and to avoid using any rotary 
actuation device, while the principle of TONG is to use the pmm^mmh to drive the doll's 
speaker as well as for actuating the rotary motors therein for moving the doll's mouth and eyes 
with the understanding that the "amplifier 34 and rectifier 36" employed by TONG [2:52-55 
FIGS. 1 -3,6] are NOT conventional electronic devices for digital control of a solenoid 
(6d) Therefore, flc dieted modification would cfem g e t he principle of oneraHnn nf rn m ^ ^ 
obviousness Rejections over TONG fail to comply with the "operation principle" requirement of 
MPEP§ 2143.01. (see also the attached Declarations) 

^ Futures of GASPER FT AT. r,n N „ t Be Camhinri wffl , jnjjn 

(7a) As described above, the operation principle of GASPER ET AL is to synchronize an audio sound 
with at least eight (8) lip positions and sixteen (16) total facial expressions of an on-screen 
animated image. Apparently, such a synchronization method can not be used for controlling the 
rotation of the DC motor employed by TONG. Furthermore, the physical structure of TONG's 
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combination of a doll with a computer does not include basic electronic elements required to 
facilitate transmission of a separate digital control signal sequence between the doll and the 
computer in addition to the transmission of the sound-signals. 
(7b) Therefore, the features of OASPFR FT AT can not be r.n m h j ne d with TONP, the alleged 

combination would change the principle of operation of GASPER ET AL, and the obvioussness 
Rejections over TONG in view of GASPER ET AL fail to comply with the "operation principle- 
requirement of MPEP§ 2143.01 described above, (see also attached Declarations) 

(B8) Alleged Modification not Functionally Feasihle 

(8a) According to MPEP§ 706.020), "The initial burden is on the examiner to provide some suggestion of 
the desirability of doing what the inventor has done. «To support the conclusion that the claimed invention 
is directed to obvious subject matter, either the references must expressly or impliedly suggest the claimed 
invention or the examiner must present a convincing line of reasoning as to why the artisan would have 
found the claimed invention to have been obvious in light of the teachings of the references.* Ex parte 
Clapp, 227 USPQ 972, 973 (Bd. Pat App. & Inter. 1985). See MPEP Section 2144 - Section 2144.09 for 
examples of reasoning supporting obviousness rejections." 
(8b) It is understood that not only is the teaching or suggestion of the alleged modification not found in 
TONG, but the electronic components needed to functionally facilitate the alleged modification, 
i.e., "[CONTROL] LOGIC INPUT MEANS" or "... MEANS FOR RECEIVING [SAID] DIGITAL ANIMATION- 
CONTROL SIGNALS" and "MEANS FOR SELECTIVELY SWITCHING ELECTRIC CURRENT TO SAID 
WIRING COIL [of the solenoid] IN RESPONSE TO RECEIVING SAID EXTERNAL DIGITAL ANIMATION- 
CONTROL SIGNAL", and the mechanical arrangement needed to facilitate the alleged modification, 
i.e., coupling of the toy figure's articulated body part with the solenoid, are also not taught or 
suggested in TONG, which renders the alleged modification functionally unfeasible. 
(8c) Therefore, the Rejections fail to comply with the requirement of "presenting a convincing line of 
reasoning" set forth in MPEP§ 706.020) as to why the functionally unfeasible modification alleged 
would have been obvious in light of the teachings of TONG. (see also the attached Declarations) 

(B.9) Lack of Succ ess ofOthep; 

(9a) According to Applicant's experience and observation, solenoid is not a commonly used device for 
actuating moving body part of a doll in the toy manufacture industry, and there is still no product 
in the market similar to the claimed invention, which was invented more than four (4) years ago, 
or similar to the alleged modification or combination. 
(9b) Therefore, there is no evidence for supporting reasonable expectation of success for the proposed 
modification or combination, which substantiates the conclusion that present invention is non- 
obvious. 
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VIII.5 CONCUJSrON 

For the foregoing reasons, Applicant respectfully appeal, under 37C.F.R.§1.191, 1.192 from the 
Examiner's decision of rejecting Claims 35-60 to the Board of Patent Appeals and Interference * 

Applicant's Amendment under 37 C.F.R. § 1. 1 16 for presenting the Claims in better form for 
appeal and Declarations under 37C.F.R.§1.132 traversing the references have been submitted 
before this communication, and reconsideration of the application, as amended, is respectfully 
requested. 



DCMISCHTJ.ANF.nnS- 
fReouest for Prnp^r A dvancement of the IWppHin^ 
Applicant respectfully points out that Applicant received the second Office Action dated 05/1 5/00 
more than six and half (6.5) months after Applicant's Response filed 10/27/99, and respectfully 
requests proper advancement of the Application proceeding. Applicant also respectfully requests 
that, should further delay or withholding of the proceeding be deemed necessary, written 
notification of cause thereof be promptly sent to Applicant. 
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Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



Office Action Summary 



Application No. 
08/833,342 



Examiner 



Applicant(s) 



MAA 



John Paradiso 



Group Art Unit 
3713 




Responsive to communication(s) filed on 10/27/99 
This action is FINAL. 



Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 



shortened statutory period for response to this action is set to expire 



month(s), or thirty days, whichever 



longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
plication to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
CFR 1.136(a). 



{position of Claims 
(8 Claim (s) 35-60 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim (s) 



(S Claim (s) 35-60 

□ Claim (s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



plication Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

D The proposed drawing correction, filed on is Qpproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Xlty under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ AH DSome* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

0 received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
'Certified copies not received: 



0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(eL 
**nient(s) ^^^^L^^ j < Cj/t 

Q Notice of References Cited, PTO-892 

y lnform ation Disclosure Statement(s), PTO-1449, Paper Nofs). 

U Interview Summary, PTO-41 3 

Notice of Draftsperson's Patent Drawing Review, PTO-948 
otj ce of Informal Patent Application, PTO-1 52 
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DETAILED ACTION 



1. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 



2. In view of the amendments filed 10/27/99, the rejections of the claims under 35 
U.S.C. § 112 are hereby withdrawn. 



Claim Rejections - 35 USC § 102 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international 
application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 
371(c) of this title before the invention thereof by the applicant for patent. 
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4. Claims 35, 37, and 43 are rejected under 35 U.S.C 102(e) as being anticipated by 
TONG. 

TONG discloses an interactive, computer-controlled doll, as described in the 
previous Office Action, in which actuators to move the doll's body parts. TONG 
discloses providing a signal from the computer to the doll, which in turn moves the 
appropriate parts of the doll (mouth, arms, etc.) depending on whether the signal is 
present or not. Note that while the information within the signal is analog data, the 
dolls actuators respond to the presence or lack of the signal, taking not the audio data 
within, but the presence of the signal itself as a logic signal. 

TONG also discloses (in embodiment in Fig. 6) a voice-recognition feature where 
the user can speak into a microphone and the computer will recognize the words and 
provide the appropriate signal(s) to the doll. 
(See, TONG columns 2-4 and figures 1 and 6.) 
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Claim Rejections - 35 USC. 6 101 

5. Claims 36 and 38^2 are rejected under 35 U.S.C. §103(a) as being unpatentable 
over TONG. 

TONG discloses the claimed invention except for the actuators being comprised 
of a "solenoid means". 

However, Applicant is given Official Notice that the use of solenoids as actuators 
for the movement of dolls and figures is well known in the art and it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to connect 
two-phase solenoids as the actuators in the invention of TONG in order to reduce the 
complexity and cost of the actuators and the invention. 



6. Claims 44-60 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
TONG as applied to claims 36 and 38 above, and further in view of GASPER ET AL. 

TONG substantially discloses the claimed invention except for specifically 
describing the "digital animation-control signal sequence being associated with 
selected audio speech ... and transmitted to the toy in synchronization with the 
transmission". 



Application/Control Number: 08/833342 
Art Unit: 3713 



PagcS 



GASPER ET AL discloses a system for sound-synchronized animation for use in 
a game, as described in the previous Office Action. GASPER ET AL builds and saves 
its own dictionary file after determining the proper lip synchronization of an inputted 
word. GASPER ET AL also teaches different articulations for various sounds: silence, 
vowels, and consonants. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the method of sound analysis used in GASPER ET AL in the 
invention of TONG in order to efficiently and accurately analyze and coordinate the 
inputted user sounds with the movement signals sent to the doll of TONG. 
Examiner also notes that TONG does disclose the use of voice-recognition software to 
analyze inputted voice data. Examiner also notes that it is a standard programming 
technique to store inputted data of all types, including voice recognition data, in 
memory arrays for temporary use and in text files for permanent storage and later 
retrieval. 
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Response to Arguments 

7. Applicant's arguments filed 10/27/ 99 have been fully considered but they are 
not persuasive. 



8. Applicant states on page 1 of his Response that "Checked Box for indicating 'this 
action is FINAL' ... which is incorrect, as the parties agreed during said telephone 
conversations on 09/24/99, 10/12/99, and 10/13/99." 

Applicant is correct: the cover letter for the previous Office Action was 
mistakenly marked FINAL (although the previous Offfice Action itself did not state the 
the action was final). This mistake was acknowledged by phone and prosecution was 
not concluded, but rather continued in this Action. 



Applicant states on page 1 of his Response that "the term 'preliminary' is 
incorrect, since the term 'formal' is shown at the front page of said submission; and ... 

date is incorrect, since APPLICANT'S record shows that the new Claims were 
submitted on 7/4/99, a Federal holiday, and the date stamped thereon shall be the next 
succeeding business day." 
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However, the term "Preliminary Amendment" refers to an amendment filed 
before the application has been examined, that is, before a First Action on the Merits 
has been mailed. In this case, the amendment under discussion was submitted after a 
CPA was filed and before the First Action on the Merits had been mailed for that CPA, 
making it a preliminary amendment. The term preliminary amendment does not mean 
"informal" - this preliminary amendment was filed and considered as a formal 
amendment. 

The date the preliminary amendment was filed (or entered) was referred to by 
the Examiner as 7/2/99. That date was quoted because that is the date that is entered 
on the flap of the file folder for the application under the column "Date Received or 
Mailed." Examiner will continue to use this date in all correspondence to reduce the 
potential for confusion. 



10. Applicant states on page 2 of his Response that "Claim number '38-4' is certainly 
incorrect." Examiner agrees - the "-4" was a typographical error and should have read 
"42". 
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icant 
as a 



11. Applicant states on page 2 of his Response that "the stamp showing 'Valencia 
Martin-Wallace, Primary Examiner' [is incorrect, since] ... it was apparent to AppI 
that Ms. Wallace is the Supervisory Examiner of the group, and was not acting 
Primary Examiner for the present application." 

However, the stamp used by a Primary or Supervisory Primary Examiner does 
not affect the status of the case. Examiner Paradiso does not have full signatory 
authority. Valencia Martin- Wallace signed and stamped the case after review and she 
has full signatory authority. Her status as a Primary or Supervisory Primary Examiner 
does not affect her full signatory authority. 



12. Applicant points out on pages .1-2 of his Response that Examiner has made 
several typographical errors in his previous Office Action. Examiner regrets any 
confusion caused by this. However, typographical errors in actions from the Examiner 
to the Applicant or from the Applicant to the Examiner need not be pointed out except 
where they directly affect the claims or the Specification or in cases where they cause 
the communication to be unintelligible. 



Application/Control Number: 08/833342 
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13. Applicant points out on page 2 in section (1.1) of his Response that the date of 
filing of Applicant's Provisional Application predates the patent date of the TONG 
reference. Applicant is correct. However, the filing date of TONG predates the filing 
date of Applicant's Provisional Application. Accordingly, the 102 rejection has been 
restated properly (in paragraph 3-4 above) as a rejection under 35 U.S.C. 102(e). Since 
the claims were rejected in the previous Office action under 35 U.S.C. 102, and since 
paragraph (e) was obviously the only paragraph in 35 U.S.C. 102 that applied to the 
instant case, this rejection is not considered new grounds of rejection, only a 
clarification. 




14. Applicant states on pages 2-3 of his Response that " Applicant have [sic] noticed 
that most of the arguments in the Office Action dated 0802/99 ... are identical to the 
previous Office Action ... [and] Applicant have [sic] also recognized that the arguments 
described hereinabove in this section are completely irrelevant to the newly presented 
claims 35-60. Therefore, unless Examiner provides evidence to* the contrary, Applicant 
concludes that the ACTION is a falsified document, which is also supported by Section 
(3) hereinbelow. Examiner's lack of response hereto would render his/her agreement 
hereupon. 
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Examiner points out that where an explanation or argument is being maintained 
from one Office Action into the next, it is appropriate to "cut and paste" from the first 
to the second action in order to avoid unnecessary or confusing changes in wording 
and to speed the process of writing the communication. This is in no way to be 
construed as being non-responsive to Applicant's concerns, since Examiner has showed 
by this practice that Examiner is sustaining a rejection or argument and that said 
rejection or argument has not changed. Examiner also notes that the 102 and 103 
rejections cited in paragraphs 3-6 above have also been cut and pasted into this Office 
Action to preserve their integrity and to obviate the need for continued reference to 
previous Office Actions. 

Applicant asserts that Examiner's arguments are not relevant to the new claims 
35-60. However, the rejections were made regarding claims 35-60 and Examiner does 
indeed consider them relevant. Any answers to arguments made herein or in the 
previous Office Action have been made in response to arguments from Applicant and 
Examiner also considers those arguments relevant. 

Examiner does not fully understand why Applicant wotild consider the previous 
Office Action a " falsified document". However, if Applicant is alleging any 
Wrongdoing on the part of the Examiner, those allegations should be brought to the 
attention of the Director of the USPTO via the Group Director for Technology Center 
CTC) 3700, Ethyl Rollins-Cross. 
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Finally, Examiner's "lack of response" cannot be presumed to "render his/her 
agreement hereupon". It is more likely that Examiner's "lack of response" on a 
particular point or argument raised by Applicant is because the particular point or 
argument is redundant and has already been addressed. 



15. Applicant states on page 3, section (3.2) of his Response that "in said Section 16 
on Page 9 [of the previous Office Action], Examiner's only argument is 'However, the 
claims do not recite adjusting the frequency of the image-actuation control in that matter', such 
an argument is completely irrelevant to any of the Claims...". 

Examiner points out that his quoted argument was made in response to an 
argument from the Applicant in a request for Reconsideration, filed 7/2/99 as paper 
number 13. Examiner was not requiring Applicant to address matter of "adjusting the 
frequency" but was explaining to the Applicant that the matter was not claimed and 
was therefore not grounds for rescinding the previous rejection. 



16. Applicant states on page 5 section (4.4) of his Response that "Applicant 
respectfully request [sic] that Examiner clearly describe the pertinence of each 
reference, and clearly explaine [sic] each rejected claim. 
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Examiner has done that in paragraphs 3-6 above. 



17. Applicant states on page 5 section 5.2 of his Response that "Examiner have [sic] 

ignored and is unresponsive to almost all points of arguments in the REMARKS ... 

which is showing that Examiner agrees with said arguments. 

Examiner did answer Applicant's arguments on pages 8-9 of the previous Office 

Action. As explained in paragraph 14 above, Examiner's "lack of response" cannot be 
presumed to as a tacit agreement to anything. It is more likely that Examiner's "lack of 
response" on a particular point or argument raised by Applicant is because the 
particular point or argument is redundant and has already been addressed. 



18. Applicant states on page 5 section 5.3 of his Response that "Therefore, the 
aforesaid new and different functions, as well as said structural differences, of the 
present invention render its non-obviousness..". 

However, it is unclear which "aforesaid new and different functions" Appli 
is referring to. These "different functions" and "said structural differences" are alluded 
to in several sections of Applicant's response, but are not clearly laid out. As such, 
Applicant's arguments fail to comply with 37 CFR 1.111(b) because they amount to a 



licant 



Application/Control Number: 08/833342 
Art Unit: 3713 



Page 13 



general allegation that the Cairn, define . patentabIe ^ 
^-"■anguageofthec^^ 

reference,. Further, Examiner maintain, that the rejections of the Cain., exp.ained in 
paragraph, 3-6 above, do indeed addre,, a,, the function, and struck, of the Caimed 

invention. 



19. Applicant states on page 6 section 6.3 of his Response that "In 



TONG and GASPER certainly do not teach or , 



present case, 

• suggest all Claim Limitations of the 
present application." 

However, a, explained in paragraph 18 above, Applicant, argument, fail to 
comp Iy with 37 CFR l,n(b) becau« they amount to a genera, allegation that the 
claim, define a patentable invention without specifically pointing out how the 
language of the daims patentably distinguishes them from the references. 
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20. Applicant states on page 6 section 7.4 of his Response that "It is not feasible to 
simply changed [sic] the DC motor of TONG to a solenoid..". 

However, Examiner maintains that the use of solenoids as actuators for the 
movement of dolls and figures is well known in the art and it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to connect two- 
phase solenoids as the actuators in the invention of TONG in order to reduce the 
complexity and cost of the actuators and the invention. Further, since Applicant has 
not given any reason why such a modification is not feasible, the argument amounts to 
a general allegation that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distinguishes them from the 
references. 



21. Applicant states on page 7 sections 8.6 and 8.7 of his Response that "It is 
understood that presence of a superior property or property not possessed by the prior 
art or unexpected or greater than expected result are evidence of non-obviousness. ... 
In addition, absence of a property which the present invention would have been 
expected to possess on the teachings of the prior art also renders unobviousness [sic] of 
the invention. 
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However, while this two concepts provide evidence of non-obviousness, they are 
not always sufficient to prove non-obviousness. More importantly, Applicant has not 
shown any unexpected results, superior properties, or absent properties which would 
obviate the rejections detailed in paragraphs 3-6 above. 



22. Applicant states on page 7 section 9.2 of his Response that "Furthermore, 
solenoid is not a commonly used device for actuating a moving part of a doll in the toy 
industry..". 

However, while solenoids may be used less in the toy industry now, they have 
been used in the past and the rejection is not based on the common use of solenoids but 
on whether it would be obvious or novel to one skilled in the art at the time the 
invention was made. Examiner maintains that the use of solenoids as actuators for the 
movement of dolls and figures is well known in the art and it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to connect two- 
phase solenoids as the actuators in the invention of TONG in order to reduce the 
complexity and cost of the actuators and the invention. 



23- Applicant states on page 8 section 10.2 of his Response that "Neither TONG 
GASPER teaches said suggestion or desirability." 



nor 
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The examiner recedes that obviousness can only be established by confining 
- modifying the teachings o, the prior art to produce the claimed invention where 
there is some teaching, suggestion, or motivation to do so found either in the references 
themseives or in the knowledge generany available to one of ordinary skill in the art 
See; n , fi)K ,S37 F . 2 d 1 07 1 ,5USPQ 2 d I 596 ( Ped.Cir. 19 88) m d;„ re/<Mes , 958 

(Fed.Ci, 1992 , In this case, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to connect two-phase 

and cost of the actuators and the invention and it wouid have been obvious to one of 
ordinary skill in the art a, the time the invention was made to use the method of sound 

anaiysisusedmGASPERETALintheinventionofTONGinordertoefficien.yand 
accurate* analyze and coordinate the inputted user sounds with the movement signais 
sent to the doll of TONG. 



24. Applicant states on page 8 section 112 and 11.3 of his Response that "Thereis 
s«ll no product in the market that is similar to the present invention ... Therefore, there 
is no evidence for supporting reasonable expectation of success for the proposed 
modification by the Examiner at the time the present invention was made, which 
apparently substantiate the conclusions that present invention is nonobvious." 
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However, while success or lack thereof can be used as evidence of novelty, it is 
not sufficient in itself to prove novelty. More importantly, Applicant has not pointed 
out how success or absence in the market place obviates the rejections detailed in 
paragraphs 3-6 above and Examiner maintains those rejections. 



Conclusion 



25. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 

time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for response to this final action is set to expire 
THREE MONTHS from the date of this action. In the event a first response is filed 
within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then 
the shortened statutory period will expire on the date the advisory action is mailed, 
and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event will the statutory period for response expire 
later than SIX MONTHS from the date of this final action. 
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26. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to: 




n>A< 

VALENCIA MARTIN-WALLACE 
SUPERVtSOffv PATENT EXAMINER 
TECHNOLOGY CENTER 3700 

ier JohnParadiso 
Telephone: (703) 308-2825 

Fax: (703)305-3579/3580 May 5, 2000 
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Appellant(s): MAA 
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Appellant ha* . t ^ 

EXAMINER'S ANSWER " ' 



This is in response to appellant's brief on appeal filed August 29, 2000. 
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(1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The brief contains a statement identifying that there are no related appeals and 
interferences which will directly affect or be directly affected by or have a bearing on the decision 
in the pending appeal is contained in the brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in the 
brief is correct. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 
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(6) Issues 

The appellant's statement of the issues in the brief is substantially correct. There are only 
three issues: 

a. ) Whether claims 35, 37, and 43 are properly rejected under 35 U.S.C. 1 02(e) as being 

anticipated by TONG. 

b. ) Whether claims 36 and 38-42 are properly rejected under 35 U.S.C. § 103(a) as being 

unpatentable over TONG. 

c. ) Whether claims 44-60 are properly rejected under 35 U.S.C. 103(a) as being 

unpatentable over TONG as applied to claims 36 and 38 above, and further 
in view of GASPER ET AL. 

The three issues listed above are shown on page 3 of Appellant's Appeal Brief as items 
(6.3), (6.4), and (6.5). 

Appellant also lists on page 3 of his Appeal Brief two issues for which this Appeal Brief is not the 
proper avenue of redress: 

"(6. 1 ) Applying authorities such as MPEP and prior case law as basis for interpretation of 
statutes and as source of supporting rationale - Errors in Rejections; 

(6.2) Answer all material traversed by Applicant - Errors in rejection and in rationale in support 
thereof;" 



Junfti 
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The issues listed by Appellant as (6. 1) and (6.2) are only pertinent to this Appeal where they 
relate to Appellant's appeal of the rejection of claims 35-60. The specific arguments made by 
Appellant are discussed regarding these issues are identified specifically below in Section (11). 

(7) Grouping of Claims 

The appellant's statement in the brief that certain claims do not stand or fall together is not 
agreed with. All of claims stand or fall together since they are not independently patentable. 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(9) Prior Art of Record 

The following is a listing of the prior art of record relied upon in the rejection of claims 
under appeal. 

5,636,994 TONG 6-10-1997 

5,111,409 GASPER ETAL 5-5-1992 
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(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

a. ) Claims 35, 37, and 43 are rejected under 35 U.S.C. 1 02(e) as being anticipated by TONG. 

b. ) Claims 36, 38-42 are rejected under 35 U.S.C. § 103(a) as being unpatentable over TONG. 

c. ) Claims 44-60 are rejected under 35 U.S.C. 103(a) as being unpatentable over TONG as 

applied to claims 36 and 38 above, and further in view of GASPER ET AL. 

The above referenced rejections are set forth in prior Office Action, Paper No. 22 and are 
reprinted below for convenience: 



a.) Claims 35, 37, and 43 are rejected under 35 U.S.C. 102(e) as being anticipated by 
TONG. TONG discloses an interactive, computer-controlled doll, as described in the previous 
Office Action, in which actuators to move the doll's body parts. TONG discloses providing a • 
signal from the computer to the doll, which in turn moves the appropriate parts of the doll 
(mouth, arms, etc.) depending on whether the signal is present or not. Note that while the 
information within the signal is analog data, the dolls actuators respond to the presence or lack of 
the signal, taking not the audio data within, but the presence of the signal itself as a logic signal. 

TONG also discloses (in embodiment in Fig. 6) a voice-recognition feature where the user 
can speak into a microphone and the computer will recognize the words and provide the 
appropriate signal(s) to the doll. (See TONG columns 2-4 and figures 1,6.) 
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b.) Claims 36 and 38-42 are rejected under 35 U.S.C. § 103(a) as being unpatentable , 
TONG. TONG discloses the claimed invention except for the actuators being comprised of j 
"solenoid means". 

However, Applicant is given Official Notice that the use of solenoids as actuators for the 
movement of dolls and figures is well known in the art and it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to connect two-phase solenoids as the 
actuators in the invention of TONG in order to reduce the complexity and cost of the actuators 
and the invention. 



c.) Claims 44-60 are rejected under 35 U.S.C. 103(a) as being unpatentable over TONG as 
applied to claims 36 and 38 above, and further in view of GASPER ET AL. 

TONG substantially discloses the claimed invention except for specifically describing the 
"digital animation-control signal sequence being associated with selected audio speech ... and 
transmitted to the toy in synchronization with the transmission". 

GASPER ET AL discloses a system for sound-synchronized animation for use in a game, 
as described in the previous Office Action. GASPER ET AL builds and saves its own dictionary 
file after determining the proper lip synchronization of an inputted word. GASPER ET AL also 
teaches different articulations for various sounds: silence, vowels, and consonants. 
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It would have been obvious to one of ordinary skill in the art at the time the invention w 
made to use the method of sound analysis used in GASPER ET AL in the invention of TONG i 
order to efficiently and accurately analyze and coordinate the inputted user sounds with the 
movement signals sent to the doll of TONG. 

Examiner also notes that TONG does disclose the use of voice-recognition software to analyze 
inputted voice data. Examiner also notes that it is a standard programming technique to store 
inputted data of all types, including voice recognition data, in memory arrays for temporary use 
and in text files for permanent storage and later retrieval. 



(11) Response to Arguments 

In Appellant's Brief page 4, Part VIH.1, Paragraph 1 A, Appellant alleges that the Examiner 
rejects the claims "without source of supporting rationale, such as applying case law or citation of 
authorities". However, the Examiner has given supporting rationale regarding the rejections in 
the form of explanations of how the claims in the instant application read on the prior art and how 
the prior art anticipates or teaches and makes obvious the claims in the instant application. Those 
rejections and explanations are reprinted above for convenience. 
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In Appellant's Brief page 4, Part VIII. 1, Paragraphs IB-ID, Appellant is apparently requesting a 
discussion of the legal precedents regarding the case. However, the Examiner has made the 
rejections based on the claims and the prior art, relying on the claimed structure and function of 
the invention, not on legal arguments, except where appropriate (such as where they are provided 
by the official Form Paragraphs.) 



In Appellant's Brief pages 5-7, Part VHI.2, Paragraphs 2A1-2E2, Appellant appears to be again 
alleging that the Examiner gave no reason or explanation of the rejection of the claims in the 
instant application. Examiner maintains that this is not so and refers the Appellant again to the 
most recent statement of the rejections, reprinted above for convenience. 



In Appellant's Brief pages 7-8, Part VIH.3, Section 8.3 A (entire) and Section 8.3B, Appellant 
appears to be narrating his response to the Examiner's First Action on the Merits Paper No. 3), 
where the Examiner mistakenly referenced 102(b) instead of the correct 102(e) in the rejection of 
some of the claims. Examiner regrets the angst this has caused the Appellant but the mistake is 
irrelevant now, since the present rejection of claims 35, 37, and 43 is made clearly under 35 USC 
102(e). 
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In Appellant's Brief pages 8-9, Part VIH.4, Sections 8.3A (entire) and Section 8.4B, paragraphs 
Bl-B2i, Appellant argues that the elements of claims 35, 37, and 43 are not anticipated by 
TONG. However, TONG shows the following: 



Claim 35 


Tong 


"Actuation means" 


shown in TONG as motors (27, 28) 


"situated within said body" 


shown in TONG as (23) 


"operable by an external digital animation- 
control signal" 


in TONG the signal comes from CPU (12) 
and Sound Processor (18) 


"said actuator having only two phases..." 


in TONG the solenoid responds to the 
presence or aosence oi ine signal, so there are 
only two phases 

(See TONG columns 2-4 and figures 1 and 6) 


Claim 37 


Tong 


"situated within said body" 


shown in TONG as (23) 


"operable by an external digital animation- 
control signal" 


in TONG the signal comes from CPU (12) 
and Sound Processor (18) 


"and operable by the external digital 
animation-control signal" 


in TONG the signal comes from CPU (12) 
and Sound Processor (18) 


Claim 43 


Tong 


"said external digital control signal sequence 
includes a second digital control signal 
sequence" 


TONG discloses using multiple control 
sequences for moving the eyes, the mouth, 
and doing so repetitively 


"actuation means includes a first and a second 
actuators" 


shown in TONG as motors (27, 28) 


"for causing independent movements of said 
two movable portions" 


shown in TONG as (24, 26) 
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In Appellant's Brief page 9, Part Vffl.4, Section 8.4B, Paragraph B2-ii - Paragraph B3, Appellant 
appears to be restating arguments and allegations that have been addressed above. 



In Appellant's Brief pages 10-1 1, Part VIII.5, Section 8.5A, Paragraph Al - Paragraph A3b, 
Appellant states that he submitted a list of "five (5) different superior properties and functions 
claimed in the invention" but the Examiner "fails to state under what circumstances the presence 
of superior properties and new functions would be 'not sufficient to prove non-obviousness" and 
fails to discuss why Applicant's citation of authority does not support Applicant's traverses. 



However, in the Final Rejection of the CPA (Paper No. 2), the Examiner stated: 

2 1 . Applicant states on page 7 sections 8.6 and 8.7 of his Response that "It is 
understood that presence of a superior property or property not possessed by the prior art 
or unexpected or greater than expected result are evidence of non-obviousness. ... In 
addition, absence of a property which the present invention would have been expected to 
possess on the teachings of the prior art also renders unobviousness [sic] of the invention. 
However, while this two concepts provide evidence of non-obviousness, they are 
not always sufficient to prove non-obviousness. More importantly, Applicant has not 
shown any unexpected results, superior properties, or absent properties which would 
obviate the rejections detailed in paragraphs 3-6 above. 

The list of "five (5) different superior properties and functions claimed in the invention" given by 
the Appellant is little more than a restatement of the properties of the instant invention disclosed 
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in the Specification. The Examiner explained in the rejection of the relevant claims how the 
claims in the instant invention read on the prior art. Appellant's list of "five (5) different superior 
properties and functions claimed in the invention" have thus already been addressed. 
Regarding Appellants contention that the Examiner "fails to state under what circumstances the 
presence of superior properties and new functions would be 'not sufficient to prove non- 
obviousness", the Examiner suggests that Appellant is trying to place the burden of finding 
superior or unexpected properties of the invention with the Examiner instead of finding them 
himself. 



In Appellant's Brief page 1 1, Part VIII.5, Section 8.5A, Paragraph A4a - Paragraph A4c, 
Appellant cites legal precedent that he alleges removes the suggestion to combine from the 
rejection of the claims in his own application. Examiner notes that Appellant does not specifically 
address which combination he is referring to, however, Examiner maintains that the suggestion to 
make the combination or modification for both 103(a) rejections is clear and is reprinted in section 
(9) above for convenience. 
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In Appellant's Brief pages 1 1-12, Part VIII.5, Section 8.5A, Paragraph A5a - Paragraph A5c, 

Appellant argues that "TONG does not teach nor suggest any digital 'animation-control' signal c 

any other type of control signal" and "the electronic devices employed in TONG .. do not 

facilitate conventional digital control of a solenoid." However, Examiner maintains that 

"the use of solenoids as actuators for the movement of dolls and figures is well known in the art 
and it would have been obvious to one of ordinary skill in the art at the time the invention was 
made to connect two-phase solenoids as the actuators in the invention of TONG in order to 
reduce the complexity and cost of the actuators and the invention." 



In Appellant's Brief pages 12-13, Part Vffl.5, Section 8.5A, Paragraph A6a - Paragraph A7c, the 
Appellant maintains the Examiner has "an incorrect understanding of the reference^]". However, 
the Appellant does not show exactly how the Examiner's "incorrect understanding" affects the 
rejections of the claims and the Examiner suggests that the Appellant may have an incorrect 
understanding of the rejection and refers the Appellant to the rejections as reprinted above. 



Application/Control Number: 08/833,342 
Art Unit: 3721 



Page 13 



In Appellant's Brief page 1 3, Part VIII.5, Section 8.5A, Paragraph A8a - Paragraph A8b, 
Appellant explains he "has difficulties understanding the rationale" of the rejection of claims 36 
and 38-42 under 35 U.S.C. §103(a) as being unpatentable over TONG. However, the 
rejection and it's explanation are clearly stated above. 

Appellant further states that "it appears the Examiner also agrees Applicant's such argument of 

Lack of Success of Others". However, Appellant's statement is misleading. The Examiner's 

explanation from the previous Office Action (Paper No. 22) is reprinted here for clarification: 

«i. Applicant states on page 8 section 11.2 and 11.3 of his Response that 
There is still no product in the market that is similar to the present invention 
Therefore, there is no evidence for supporting reasonable expectation of success 
for the proposed modification by the Examiner at the time the present invention 
was made, which apparently substantiate the conclusions that present invention 
is nonobvious." 

However, while success or lack thereof can be used as evidence of 
novelty, it is not sufficient in itself to prove novelty. More importantly, 
Applicant has not pointed out how success or absence in the market place 
obviates the rejections detailed in paragraphs 3-6 above and Examiner maintains 
those rejections. 



In Appellant's Brief pages 13-14, Part VIII.5, Section 8.5B, Paragraph Bl - Paragraph 1B-I, 
Appellant states "Embodiments and/or limitations set forth in the following claim languages are 
not described nor suggested by TONG" and then lists the claim recitations. However, these claim 
limitations are effectively the same as those addressed above on pages 8-9 of this Examiner's 
Answer. 
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In Appellant's Brief pages 14-16, Part Vm.5, Section 8.5A, Paragraph Ib-ii - Paragraph Id, 
Appellant lists more claims that he alleges "patentably distinguish the claimed invention from the 
combination of TONG and GASPER ET AL.» However, the Appellant is not listing specific 
limitations that he believes are not taught in the combination of TONG and GASPER ET AL but 
rather listing all the limitations of the claims. These claim limitations are each addressed in the 
rejections which are reprinted in section (9) above for convenience. 



In Appellant's Brief pages 1 6-22, Part VIII.5, Section 8.5A, Paragraph B2 - Paragraph h.3, 
Appellant lists his "New and different Functions and Superior Properties of the claimed invention" 
in theses pages. However, as Appellant states on page 1 7, these are simply "repeated herein as 
follows" and represent a restating of the aspects of the instant invention as described in the 
Specification and as repeatedly listed by Appellant in his remarks. These new features have been 
addressed fully in the rejections as repeated above and further explained in the previous responses 
to Appellant's arguments. 
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In Appellant's Brief page 22, Part VIII.5, Section 8.5A, Paragraph B3 - Paragraph 3e, Appellant 
argues that TONG is non-analogous art to the instant invention. Examiner disagrees and notes 
that TONG discloses an interactive, computer-controlled doll, as does the instant invention. 
Examiner suggests that when Appellant points out paragraph 3c of his Brief that "the problem 
with which TONG is concerned is to provide a combination of computer and an animated 
sounding doll and a sound signal-splitter..." the Appellant is pointing out as an inventor and as an 
expert in the field what the biggest challenge the inventor TONG had to overcome with his 
invention. However, this is reading too narrowly what TONG discloses and Examiner maintains 
that TONG, when read as a whole, is analogous to the art of the instant invention for the reasons 
stated above. 



In Appellant's Brief page 23, Par. VDI.5, Section 8.5A, Paragraph B4 - Paragraph 4d, Appellan 
argues that GASPER ET AL is non-analogous art to the instant invention. However, Examiner 
reminds the Appellant that GASPER ET AL discloses a system for ^und-synchronized 
animation for use in a game, and is therefore analogous art to the instant invention. 
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In Appellant's Brief pages 23-25, Part VIII.5, Section 8.5A, Paragraph B5 - Paragraph 8c, 
Appellant argues that the combinations of prior art made in the rejections of the claims of the 
instant invention would not be functionally feasible but does not say why they would not be 
feasible, other than to allege the combination was not suggested in the art. 



In Appellant's Brief page 25, Part Vffl.5, Section 8.5A, Paragraph B9 - Paragraph 9b, Appellant 
labels the section "Lack of Success of Others" - a topic already addressed above - but actually 
argues that solenoids are not used for actuating body parts of dolls. While solenoids are used less 
now that solid state electronics are more common in toys, at the time the invention was made, 
solenoids were a common method of moving doll parts up or down, open or close eyes, open or 
close mouths, etc. The two-state operation of a solenoid made them natural choices for two- 
option movement: up/down, open/close, etc. 
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in App.,^ Brief page 26, Par, K , AppeHan, "respectfully points ou, mat Applicaw ^ 
to ^„d Office Acdon da,ed 5/,5/00 more than six and a haif (6.5) months after Apphcanfs 
Response filed 10/27/99, and respectfuHy requests proper adva„ cement ofthe Application 
proceeding". However, Appellant is reminded that when he maiied the Response on ,0/27/99 
(Paper No. 1 5), he aiso simultaneously filed a Petition Under 37 CFR ,.,„ (Paper No . I6)whjch 
requited special handling and consideration by the Group Director and also by the Office of 
Felons. The Examiner submits that it is disingenuous of the AppeHan, ,„ suggest that the lengft 
of time in the prosecution of to application has been caused by the USPTO. Appellant is a>so 
reminded that he has been apprised of this issue before. 
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For the above reasons, it is believed that the rejections should be 



sustained. 



Respectfully submitted, 





iner John Paradiso 




Primary Examiner (Conferee) Jessica Harrison 




Supervisory Primary Examiner Peter Vo 
November 21, 2000 
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